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Bl 1 & AR I
Q1. EUTM $IED BHITOLTEEICHREBALTTEL,
Q1. Please explain the purpose of EUTM system briefly

Al. By means of an EUTM it is possible to achieve cost—effective trademark protection in
all member states of the European Union by only one single trademark. The system is fast
and efficient. If no objections are raised and no opposition is filed, it is possible to obtain a
trademark in the EU in 4 to 5 months. The protection is the same as that of a national
trademark. One has to be aware, however, that the entire trademark can be brought down
again by an earlier right in only one member state. Plan B is then the possibility of
conversion into one or more national marks. All in all, it is a popular system that offers
many advantages.

Al ERINESBERICEY, —DDOEEFETHRMNEEDIATOEICENT, ERMIZHED
RWMREZERITAIENTEFRT . COVATLIF. BECTHRMTY . HL. EROER
RIAZTNIE, 4~5 NATEHEDRENERTEEY , REX. ENERORELR
—TY. L. T2LEEREOREE—DDAVN—ETREDHEFICEYBIz0EnEHIE
[CBELTTEVN, TIUB I IXIE 2 U EDENEIEICERESTHIENTESLETT,
ERELT. ZKDORAAHD. ARDHHVATLEVAFT,

| Q2. EUTM O BRSO TEHBALTFELY,
Q2. Please explain the member countries of the EUTM Treaty.

A2. The EUTM is valid in all member states of the European Union. Currently these are the

following 28 countries:

Austria Italy
Belgium Latvia
Bulgaria Lithuania
Croatia Luxembourg
Cyprus Malta
Czechia Netherlands
Denmark Poland
Estonia Portugal
Finland Romania
France Slovakia
Germany Slovenia
Greece Spain
Hungary Sweden
Ireland United Kingdom
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0. EEDEZEEIELE Trademark definition and examples

\03. EUTM [2DWTEAKHIZZEITTHRAL TT SV — B IZ L IE I EIE
Q3. Please explain the definition of EUTM and exemplify the EUTM- traditional trademarks
and non—traditional marks.

A3. A trademark is used to identify products.

The definition of an EUTM can be found in the following article of the REGULATION (EU)
2017/1001 OF THE EUROPEAN PARLIAMENT AND OF THE COUNCIL of 14 June 2017

on the European Union trademark (EUTMR)

Article 4
Signs of which an EU trade mark may consist

An EU trade mark may consist of any signs, in particular words, including personal names,

or designs, letters, numerals, colours, the shape of goods or of the packaging of goods, or

sounds, provided that such signs are capable of:

(a,distinguishing the goods or services of one undertaking from those of other undertakings;
and

(b,being represented on the Register of European Union trade marks ( ‘the Register’), in a
manner which enables the competent authorities and the public to determine the clear
and precise subject matter of the protection afforded to its proprietor.

Regardless of traditional marks such as word marks, figurative marks, word and figurative
marks, the Regulation offers room for so—called non—traditional marks.
The only prerequisite is that they can be clearly and precisely represented in the register.

Three dimensional trademarks have been around for a long time now so that these former
“non-traditional” have become almost traditional.

With today’s technical possibilities, the EUTMR also allows, for example, motion marks that
are represented by a video. Red Bull, for example, has registered a sequence of its flight
show. The mark has since been withdrawn. Multimedia marks are also possible, as well as
the following

e Position marks

e Pattern marks



https://euipo01app.sdlproducts.com/1004922/906348/trade-mark-guidelines/2-2-position-marks
https://euipo01app.sdlproducts.com/1004922/906352/trade-mark-guidelines/2-3-pattern-marks

e Colour marks
e Sound marks
e Hologram marks

Developments in this respect are still in their infancy, but in terms of technical possibilities
a rapid development is foreseeable.

Al BREEERERET AEOICERASNET,
BREEEBEDERIL. BRMESEZICETS 2017 £ 6 A 14 BT ORIMNESHFE
2017/1001 DRDIAEICRENET,
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EU BRIE, RICEBIFHIEN TR DFH, I, BADBHEELEETTHA
v, XF, HF, Y ARELLIIZOEEDHRXIIFICKVIBRT H5EMNTES,

(@ 1 EXOERRIEY—ERZMDEEDENLEHANTHE, KU

(b) ERZEEITHLEBRVARA, TOMEEIAFSSNHREDHE, HhD, EELGE
B ZHIETHEMNTEHEMRT EU BIREHRELUTIBHEE I ELDITRTSNDI L

XFEEZE, IEEE. XFEREOEEEIED LSHIEHNEEZEICRE ST, RAlE., Iz
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TWET,

SHOEMOAREEEZL > T E. EU BERAIE, IR X ETHIZL>TREINDS

E<KEBEEHBLET, HlZIL. Red Bull [, —EDRITIa—=FEHK LELIZ, TOEEE
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(1) BEDYFE Identification of trademarks

Q4. IABEEITOVWTHET 5154.6 IEZRHTIVDENHYETH. HERLLE

Q4. For filing applications for three—dimensional marks, is it necessary to submit 6 views
drawings? Is a perspective view needed?

A4. It is not necessary. The requirement is that up to six views may be filed. A single view
of the shape is sufficient if the shape can be ascertained from the view. It means that a
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https://euipo01app.sdlproducts.com/1004922/906355/trade-mark-guidelines/2-5-2-4-colour-marks
https://euipo01app.sdlproducts.com/1004922/906370/trade-mark-guidelines/2-3-2-5-sound-marks
https://euipo01app.sdlproducts.com/1004922/906398/trade-mark-guidelines/2-8-hologram-marks

perspective view is not needed.

A4 METIIHENTY, BEHELTIEK. 6 ERFETIRETHACENTEE T, LLZDHIKAHN
HETCHETESIEEIZIFXTERTHS TY , cNIERBERAVETHENEEZRLTLVE
ERS

Q5. BEICKYIAEEEHTELCHAKEEL. ChEERICREICLY I AEEEEE)
L CEUTMHFEZL =& BEETREBOONET A

Q5. In the case where a three—dimensional mark is identified by using photographs in filing a
basic Japanese application, is it possible to enjoy a priority right in a US trademark
application when identifying the same trademark by using drawings, not photographs?

Ab5. No, this is not possible as this would not be considered the same mark.

ASLVNZ, COIHE ., B—BEREFEAONGLD T, BEETRIEIZBOHONEEA,

Q6. XFBEIZEEEXFTHETAEALAZIE. TV IEDTABCIDEEHR THEET 3
BALESEVETH,
Q6. Is there any difference between the standard characters and gothic character of
“ABC”?

A6. Not necessarily but in order to be identified as a word mark, the EUIPO requires that

the reproduction of the sign is in standard script and layout.

A6. XFERELTHESNALOICIE, RN ESEZET IIFREDERCLATITE
HERI|WIDHEZERLTVET,

Q7. BEXFHSLLEE XYZ OAARHEEZERICL T BEXFTHL XYZ (220
CEUTMHEEZ J 5158 . BEEIREBOONETH,

Q7. In the case where a trademark XYZ of the basic Japanese application is represented in
a standard characters, is it possible to enjoy a priority right in the EU trademark application
when identifying the same trademark XYZ in a non—standard characters?

A7. No, this would not be considered as the same mark.

AT WWNZ, COGE. BRIER—TEVWEZEZAONAD T, BOLhEE A,

Q8. FAIEIABCIDERDOBFEELATHALTLSEE. WALIEETHET DALY
L\TL&S A, ) Tabe ). TABC,TABC(H ) ITABC(H &) |
Q8. In the case that the typeface and color of trademark “ABC” is changed and used, in

what form should we apply for registration? (For example: “abc”, “ABC”, “ABC (red)”,
“ABC (blue)”, etc.?

A8. I would recommend applying for a word mark in standard characters. Its use in another

typeface and color will still qualify as genuine use of the mark in standard characters.
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A8 EENFTXFHEIEDHEET ALERFMOHLET  MDERXRDLBETOZTDFEA
. BEXFOEEDEELGFEREZEOHONET,
(2) BEE-RFEDYETE Identification of goods/services to be designated

Q9. AR - BHEOBEEISOVTEEAEHALTTL |

Q9. Please let us know how to identify the designated goods/services.

A9. For EUTMs the Nice Classification system is applicable. It consists of 45 classes to
which the goods and services are officially assigned.
The Nice Classification is regarded as the standard for the classification of goods and

services in the context of the trademark registration procedure.

Based on the Nice Classification, the EUIPO together with other offices worldwide works on
a database of harmonised terms. Currently, the following Offices participate:
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The database and the list of participating offices can be found on
http://tmclass.tmdn.org/ec2/
The Harmonised Database (HDB) is the EU common list of terms of goods and services.

The EUIPO claims that it contains more than 78 000 terms pre—validated by the EU
trademark offices. It is an on—going initiative and terms are added or revises on an constant
basis. The database can be accessed free of charge.

The list is not binding, it is certainly possible to use own terms and as long as they are
deemed not to be too vague, they will be accepted.

An example for goods which are not accepted, are “electronic and electric apparatus,
devices or instruments’ . The EUIPO would require that those are specified.

There exists also an harmonized list of rejected terms which can be found on the website
mentioned above.
As an example, the following terms must not be used:

“All goods in the class; All goods included in the class; All other related goods in the class;
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All other related goods; Goods of a similar nature; Goods of the like; Goods of the same
kind; All other associated goods; And associated goods”

A9 EUBRRIZXH L, =— RNV RTLNBEHINET . 45D DI LLY . BRBLUVE
BHORKIIRAINTVWET, o — R A BIEEREERF RSBV TERBINEBED D EE
DIZETHDIEBZAONTVET , —— R B FEICEDVT, BUNESEET L. RO E
ERETEELIZ FARMDENT-FHICRYBATEY . RERDKSILGEIEICRYHEA TL
9,

FBRE DT —FRA—X 1) XA~ Ehttp://tmclass.tmclass.tmdn.org/ec2[CR5NFET,
N—FFAAFT—ER—X(HDB) [¥. EREFDEUD BN ALTY , hlT EUDZ
EEET CEBRICE R SNT78000IEB S ATVWET ,, T, JRELEN T, IBHIE—
EHREBICMAONEBESNTOWVETS , T—IRN—X[IEHTTIVELRARETT, TDJR
MIFEFINEEDTIELEL  MBDOBHBERAWASCENTE, FEAELELD THULEY, 326
ONET, BRRTELTRDOONLEL—HIEL T, electronic and electric apparatus ,
devices or instruments B HYUFET , M EESEZETIE. Chioz LKYEKMIZERRT HIL
ZERITDHTLLD,

Fl. LRV TV AMIFERIN R EIDH—LTHBHINLTULET,

fEZ X RORABIIANSIENTEFEA:

[REOLE G, AFEICEENLIEE M, TOMKREOITRTOREERRK; TDMDT T
D& ELOE M AROE & ; FEOE MR, TOMDIT N TOEERM; R REER

=
An J

Q10. EUEHEELTYR T OHEEE T 5 DB AIC DV THATTLY,
Q10. Please advise when filing the Madrid Protocol Application designating the EU?

A10. When applying for a Madrid Protocol Application, it is most important that the
specifications comply with the basic registration/application. If not satisfactory for the
EUIPO, it will issue an office action and provide the possibility for further specification. Of
course, if an objection is evident, a specification can already be filed together with the
application for the International Registration.

A10. IETOHFEZ T 558 . RUVAVGI LTI EA M- BRBEORRINERELLEHR/
HEEE—HLTWAIETY . NESERT OREECELLNVGS . BEETARELN,
SHICEYGERICT IR EEZIONET . ©HHA. ERAHLHTHLEE . MK
BORRETRTOEFHREIC— BT HRIITRHETEEY,

Q11. BAAD EUTM HEET 5154, BE D EUTM B EE YR TOREO LT hELT
BHRENTLEIA,
Q11. When filing applications from Japan to the EU, which is better, a regular trademark
application or a Madrid Protocol application?



http://tmclass.tmclass.tmdn.org/ec2

A11. Both enjoy the same protection. Therefore, the reason might only be strategically. For
example, the EUIPO may accept broader specifications of goods or services as can be filed
for the basic trademark.

All. RIHFEDRENEZEZTEET LEEA>T. FOEBITEICEIRICESEDTY, Hlz
(X, B ESEETIIEROBEROERBFLIVIENEREZ T ANDENTEET,

(3) HEEAND4FRE Identification of Applicant

Q12. EUTMD HHBEA LB EATESHDIZ DOV TERBALTTFEL
Q12. Please explain who can file an EUTM application.

o

A12. Any natural or legal person, including authorities established under public law (e.g. a
university), may file an application for a EUTM. The EUIPO also accepts filings in the name
of a legal entity in the process of foundation.

A12. NIV ERIZEDKEE BIZERB)EZETTRTOBRAT=ILEANIL, EUEE
HEEZ T ACENTEET M ESEIETIL. BILDBETDEADELEDHEELRD
E I

Q13. BADSH A [FEATIERNESIEU L —ICHERSERFETTH. 24 A
IZHEEAICHERIENTEES A,

Q13. Can Japanese company A become an applicant without an intention to use, but with a
plan to have a licensee use?

A13. Since the intention to use requirement does not apply to EUTMs, a Japanese
company can indeed become an applicant.

Al13. FHEERDEHIFEUBEIZIZIATEFYVFEEA BARDELHEANIZLRZIENT
=F7,

(4) HFEER

Q14. EUTM HEEM S BRETERIILLSMAMYET M,

Q14. Please explain the costs for filing an EUTM application and obtain its registration.

A14. The official application fees are

e EUR 850 (one class)

e EUR 50 (second class)

e EUR 150 (each further class)

In addition, fees of a local representative may apply.
Al4. BAFHFEERE

e 850 1—0O (1%A)



e 50 1—AQ BB NE)
o 150 A —O(FNLIEDEEE)
MAT,. D REANERAI MMM ELNEEA,

v #E

Q15. XM BIEERZEI DL THBLTTFEL,
Q15. Please explain about EUTM Search Report.

A15.The EU search report covers the following earlier rights:

1. EUTM applications with a filing date or priority date earlier than that of the
application in question;

2. EUTM marks already registered; and

3. prior international registrations (IR) designating the EU.

It does not cover national marks.

The EUIPO prepares a search report for each new EUTM application or International
Registrations designating the EU. However, it will only send it, if it is requested by the
applicant (free of charge).

The EU search report refers to the filing date, the verbal elements of the trademark, the
figurative elements of the mark according to the Vienna Classification and the classes of
goods and services according. It is a computerised report which does not take into account
the actual goods or services.

The search shall identify similar earlier marks filed for the same classes or for classes that
are considered to contain similar goods and/or services by the Office.

As soon as the new application is published, the EUIPO will send a surveillance letter to the
proprietors cited in the search unless they have opted (in writing) not to receive such
letters.

A15. EUERAEREIL. ROFEITIEFZEH/NN—LET,
1. EUBIEH R (REEELYRTIOHFER . BEBZE T 510)
2. BEREURSHZ
3. EUFIEEL-EEZER(R)
Thik. BREHZEZHN—LEHA,
BN ESEIETIE. TN TN OFHLOEUEREFECEUEIEE L-EREE&KICET 5HE
WMEEXERLET . LHOL. TNITHBANERLIZIGEICOHF . EONFT (FEH),

EUSRESREEE. HER. ET 2 BICEI(EENEFRER VR ER. AR R UE
BODRFEITERLEY . i, AVEa— LS -HREETEROBRLPRFEERIC
[FANFEA,
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EUFRIEHRSEE. A—D2EXIEMMNESERTHELOER R/ X ERBEELE
I AR FEICEVTHBESN B UBRERELE T

FHENANEENIE HBANZDEBZZ (TIMOANILE (BET) BRLAEVRY.
AE TSI RSN I-BERORMBEISHEL I —EEMLET .

Q16. ERAEICDONTHREALTFALY,

Q16. Please explain about a national search.

A16. Also, reports of national marks can be requested by paying a corresponding search
fee.

The national offices for which a request has been received will be informed by the EUIPO
and are responsible for the content of those searches.

At the moment, only Czech Republic, Denmark, Lithuania, Hungary, Romania and Slovakia
participate in the search system. The official fee is EUR 12 per office but it cannot be
chosen to file the request for single countries. The search will automatically be performed
by all countries.

A16. Ff-. ENEZORBERESIEIRICORABEEREZZISEICKYERTHIENTE
FIABERITHMS-ODETER. BRMNEESEZTICL>THLIN, ZDHERN
RIZTODWTEFZAWET,

WE. FaXANXT T VNPT N\OH)— L—< =7  RERANXT
DHDRAERATLIZBELTWVET  FEFCENETERIE. 122—0OTTHA 1 E
DHERETIABBRIEITEELA AEBE. ST RXRTOEIZKYBEMIZITHN
7,

V. ZEZE Examination

(1) #Exfa94EfEIEH

Q17. #ExTHIEARIER (B75) ISDOLWTHBELTFEL,

Q17. Please explain the absolute ground of rejection.

A17. The EUTMR lists the following absolute grounds for refusal in Art. 7:

Article 7

Absolute grounds for refusal

1. The following shall not be registered:

(a) signs which do not conform to the requirements of Article 4;

(b) trade marks which are devoid of any distinctive character;

(c)trade marks which consist exclusively of signs or indications which may serve, in trade,
to designate the kind, quality, quantity, intended purpose, value, geographical origin or the

11



time of production of the goods or of rendering of the service, or other characteristics of

the goods or service;

(d)trade marks which consist exclusively of signs or indications which have become
customary in the current language or in the bona fide and established practices of the
trade;

(e)signs which consist exclusively of:

(Dthe shape, or another characteristic, which results from the nature of the goods

themselves;

(ii)the shape, or another characteristic, of goods which is necessary to obtain a technical

result;

(iii)the shape, or another characteristic, which gives substantial value to the goods;
(Ptrade marks which are contrary to public policy or to accepted principles of morality;
(g)trade marks which are of such a nature as to deceive the public, for instance as to the

nature, quality or geographical origin of the goods or service;

(h)trade marks which have not been authorised by the competent authorities and are to be
refused pursuant to Article 6ter of the Paris Convention for the Protection of Industrial
Property ( ‘Paris Convention’ );

(ittrade marks which include badges, emblems or escutcheons other than those covered by
Article 6ter of the Paris Convention and which are of particular public interest, unless the
consent of the competent authority to their registration has been given;

(j)trade marks which are excluded from registration, pursuant to Union legislation or national
law or to international agreements to which the Union or the Member State concerned is
party, providing for protection of designations of origin and geographical indications;

(k)trade marks which are excluded from registration pursuant to Union legislation or
international agreements to which the Union is party, providing for protection of
traditional terms for wine;

(Dtrade marks which are excluded from registration pursuant to Union legislation or
international agreements to which the Union is party, providing for protection of

traditional specialities guaranteed;

(m)trade marks which consist of, or reproduce in their essential elements, an earlier plant
variety denomination registered in accordance with Union legislation or national law, or
international agreements to which the Union or the Member State concerned is a party,
providing for protection of plant variety rights, and which are in respect of plant varieties
of the same or closely related species.

2. Paragraph 1 shall apply notwithstanding that the grounds of non—registrability obtain in

only part of the Union.

3. Paragraph 1(b), (c) and (d) shall not apply if the trade mark has become distinctive in

relation to the goods or services for which registration is requested as a consequence of

the use which has been made of it.

Most refusals are made because a mark is allegedly devoid of distinctive character or
descriptive. It is also important to note Art. 7 (2) EUTMR. An application will also be
rejected if the absolute grounds apply only in part of the Union, for example because of a
language spoken and understood in only one member state.

A17.EU BEERBIE. £ 7 FITEWT, & pERERZIIELTOVET,
7 & HEXROEFEIE R
1. RDBDIE, BERTHIEMTELLY,
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(@) F 4 FOEHITEEBLTLVEWES

(b) FAIMHEZE RLFEIZE

(c) BIHETH-T, BmDTELE, ME, ¥E, A, @K, REM, £ERH Y—EXD
REFHAXEIERXIEY—ERDZOMDFHERT -OICIEI LFERTHIENTES
it BEXIERTOAZE>THEREINTNSLD

(d) BEfETH-T, BRABICEWNT, XIIAETHY, D, BIL-EEZTIZELT, A
SNBESTHLOTWBREERIERTDA CEH>THERINTNDLD

(e) RICEBEH T HRIEDAHEZEBERLLTNDREE

() BRETDLODHEENSELIMIRXIEZDMDIEE

(i) HMTMRRERSIHICTVRELR, BROBRKRIIEIZTDOMDEFH

(i) BEmICAENMEEZESZDSMIRRIEZE DD 4K

f) FETH-T, DHOBFRXIE—RICERBINEREREICRTHED

(g) BIETHOT, BAXIFIY—ERDHEE, REXITFEEMICOVTHMEELSLIE
HEDLD

(h) BERETHOT, HEREETHURBICEI->THASINTELT, hD, TEMBEDGFRE
[ZEE9 2/ &R /RYEHDE 6 £0 3 DETEITR-TEHEINDIRZTELD () BEE
THOT, /NJENE 6 &0 3 ITRETHIOLUNDREE, HEXITHEAYDE #5
ATEY, D, BEEDLXEDFBEDI=HODED, =1L, TDEERICOWLWTHERZEZSE 95
LROREMNHAEEL, CDRYTAEL,

() EETH-T, REMAMIIHIBHRTOEREZIZODVDTED TLSEMESEFIE
LLIFEIRNEXIERINEEE LLEIZOMBEEZ LEE LT IERFHNDOREICLYE R
Mo 19 HBREhDHED

(k) FEIETHOT, SAEIBICAT HEMAAEDOREICDOVDTED TLHERM E S A
X (FFINEEEBEELL TV SERENDOREICLIYVERZEI HRENLSED

() EETHLT, GHMBHERRIDREZED TLARINES AR XTI EEEH
B HELTWAEBRENICE>TEEMOHBREINDLD

(m) BETH-T, HEYRIBEDREITODVTED TLBERINES EHIE LUIEREX
X BNEEE LIEETIEEMBEENLEETHIEHNIH > TEHRINTINS, it
DIE YRERZIIZE>THEREIN TS, XIZZOETEHEERTIELDOTHY, H
2, Fl— RILELDEIZERHLLEYREIZEATHL0

2. INSTZ7 11, FEFEHIFINEED—FICR>THEETSEHEEICH, BRT 5,
3. IXTTF571(1)b), RKIE, ZDEEN, BEEFREROIEMRIITU—ERIZEL, £
NEFEALFER, BAIMZRELTOSEEIZIEERLEL,

[FEAEDEREBRIL. HANNEALTELT . DFYRRM THAEVSIEEANGEL>TE
WET, F-EUBEZERAE 1 RQ)ICBEITIVLENHYET  HFEIL. M pIEEER

MEUD—EPIZENTOHZUTBHIGEEIZ. DFY . FIZIX, F=FE—DD A /NN—ETEES
NEBFEIN TSI EFERELT, BN HTLLD,

(2) #AlA
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Q18. RB—AHL/FryFIL—RXFHANNDBYET . EARBIZS<EFTHRBLTT

Q18. Is a slogan/ catch phrase distinctive enough to be registered? Please explain them by
raising many examples.

[EU]

A18. An advertising slogan is likely to be distinctive whenever it is seen as more than a
mere advertising message extolling the qualities of the goods or services in question
because it:

e constitutes a play on words and/or

e introduces elements of conceptual intrigue or surprise, so that it may be perceived
as imaginative, surprising or unexpected, and/or

¢ has some particular originality or resonance and/or

e triggers in the minds of the relevant public a cognitive process or requires an
interpretative effort.

In addition to the above, the following characteristics of a slogan may contribute towards a
finding of distinctiveness:

e unusual syntactic structures;
e the use of linguistic and stylistic devices, such as alliteration, metaphors, rhyme,

paradox, etc.

It is difficult to get a slogan registered without an additional distinctive element, as can be
seen below, especially with regard to the application for “Simply. Connected.”.
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Accepted Not accepted
Wet dust can’ t fly

%

Simply.
Connected.

General Court, 22.1.2015 - T-

133/13
General Court, 28.03.2019 - T-
252/17
Love to lounge upgrade your personality
General Court, 15.09.2017 - T- General Court, 13.12.2018 - T-
305/16 102/18

WE KNOW ABRASIVES.

General Court, 24.4.2018 — T-297/17
TO CREATE REALITY

General Court, 30.11.2017 — T-50/17
STRONG BONDS. TRUSTED
SOLUTIONS.

General Court 24.1.2017 - T-96/16

A18. REMAO—HUIE, AR IIRBEOEELADELBILE AV E—VEBAS
LDTHAHEEFWDOTLHAN NABHYZESTY . GGG, ThiT,

« EERBUZEHEML. RU/XIE

o RBEH, BEN. RFANICELONDIIICZ BISHICENMECESHHLIERE
Bzl RO/ X

o HRBAVCFH)TARITENMEZBL. RO/ (F

o BEEDARDIDICRHIEBIEZSISRIL, FIXHRBANGENEERT S,
bTY,

N EiE
Wet dust can’t fly

%

Simply.
Connected.

— AR ERHIAR, 22.1.2015 - T-133/13

— %R HIAT, 28.03.2019 — T-252/17

Love to lounge upgrade your personality
— A& HIAR, 15.09.2017 - T- — AR ERHIFT 13.12.2018 - T-102/18
305/16

15



WE KNOW ABRASIVES.

— S ELHIAR, 24.4.2018 — T-297/17
TO CREATE REALITY

— S E$IAT, 30.11.2017 - T-50/17
STRONG BONDS. TRUSTED
SOLUTIONS.

— S EHIAT 24.1.2017 - T-96/16

EERICMAT. ROKIBERAO—AUORFED., I NDDOREITRILFET

. EETHNE
. EEER. LR, MR, BELE O S ENRUIEENEE

AA—AUIZDWTIE LTFIZRT &SIZISimply. Connected. O HBEEIZDULNTIE. 514
DHLHIEZRNIMESNL TN, BEFTHZEFELNTT,

Q19. HFDHMSLLHEELHAN NAHYFS H 2

Q19. Is a trademark consisting of numerals only distinctive enough to be registered?

[EU]

A19. Numerals cannot be rejected as being non—distinctive per se. The General Court has
stated in a few cases that a trade mark containing a single letter or a single numeral may
be inherently distinctive (08.05.2012, T-101/11, 06.10.2011, T-176/10, Seven for all
mankind). They must not be treated different from ordinary word marks.

However, in practice, the EUIPO is strict when assessing if such a mark is distinctive and
not descriptive for the claimed goods and services. The more digits are included the more it
is likely that the mark will be accepted. At least, a one digit EUTM registration does not
exist. An application for the single digit “5” has been pending since 2017.

Otherwise, an acceptance might be achieved through acquired distinctiveness.

A19. BF (X, TR BERER ADGENELTEESINDEDTEHY FH A —HEEFIATIE.
2,3 DEHITBEVWT, — DO XFFEIHFEETCEENRENICHI DEE LI5S

~LZELT=(08.05.2012, T-101/11, ; 06.10.2011, T-176/10, Seven for all mankind), 5%

RLTEEDOXFEELELGINVIRWVEZITHAIRETIEHYEE A,

LLGA s, EF L. BRMNESEETIL. BENFHANNNHYVIEERROEBFICONT

SRBITHLMESIIFHIE T HI5E8 . BRLLWVEEZEVET . HFAZEFATLNIE

WBIFE. TOEZEEEHRINDAERICHYFET, Da<EL. —DDHFIZ DL TIE, EU

EEEBRIIFEELTOER A, [51ELVS—DDHMENSLLEZHEEN. 2017 EMDRY

TAT DIREIZHYET,
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[AXK]

A19. BFD1HT. 247, ST FOREINIIRBEL THA AL HYFEE A, 1HXI(T 247
DEFILELDIEE. FIZILTTYDI ThOIILT I TLSIC1ERRLIZEE, XIE
NGIZHFEHELEZLDOIRAELTHAN DD HYELE A, SHHULOBFNLELS
BERE XFTRRLEZEE [T7A4TNIRLYRTURTUIETEEETHETHSAIMD
A AW T I7ATTUNUIBRI AL BHYZET

A19. Numerals such as one digit, two digits and three digits are considered descriptive, in
principle. Transliteration of numerals such as “one two”, “twelve” and “jyuuni”, with/without
the relevant numerals “12”, are not distinctive as a matter of rule. “Z 74T N\UKL YR T

K3 > "is not distinctive because of ordinary description, while “Z 74 7T > "could be
distinctive.

\020. BRI F1XF., 2XF . SXFIEH R ANBHYET H,
Q20. Is a trademarks consisting of one Roman letter, two letters or three letters considered
distinctive?

[EU]

[AXK]

A20. BRXXF1XFIEHA AL, 2XF (X RBIEL THEABI ALY, FERICKDHAI A
ZHEB[TED HENHYET (BITPSI(5E28%8) IDSI(E28%H), MXF2XF%[ & | T:E
I HEHAMNNDHYET,

A20. One Roman letter does not have distinctiveness. Two letters, as a basis, do not have
distinctiveness but there are cases in which distinctiveness can be obtained through
extensive use (for instance, “PS”(Class 28), “DS”(Class 28). When two Roman letters are
concatenated with “&”, it has distinctiveness. Words consisting of three Roman letters have
distinctiveness.

The same criteria applied with regard to numerals, also apply with regard to Roman letters.

Q21. PREMIUM 4> MILLENNIUM (3R NAHYET A
Q21. Does PREMIUM and MILLENNIUM have distinctiveness ?

[EU]

A21. The term PREMIUM is understood as a descriptive reference to “high quality”.
Through the years, applicants have attempted to register PREMIUM for a range of products.
The mark was always rejected.

The term MILLENIUM has been accepted for several registrations, the most recent is an
International Registration designating the EU for goods in class 9 (1432739).

A21. PREMIUMEWVSEEIL. TERE 12T HELL THEHESNTLET  Fk. HEA
%, BFEBESIZDULVTPREMIUME Z82L &5 ELELF-A. L\ DEiEfESNE LT,
MILLENIUMEWSEE (K, LD D EHRTHRINTVET . mEDED TIL, EUZIEEL
=955 D E R & % T9(1432739),
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[BX]

HRl AL HY ., BERHANZHHYFET (EEZER26655215 . th),

[Japan]These are considered distinctive. There are lots of registration examples
(Trademark registration No. 2665521, etc.)

Q22. EELI—RIZDLVTEEILADY GAGALIZHRI AN HYET A,

Q22. Is Trademark,“LADY GAGA”considered distinctive with respect to music records?

[EU]

A22. Yes, the corresponding EUTM registration is EUTM 009568247:

9 Sound and video recordings; series of musical sound recordings; audio—visual
recordings featuring music and musical-based entertainment; downloadable musical
sound recordings and audio—visual recordings featuring music and musical-based
entertainment; downloadable ringtones via a global computer network and wireless
devices; computer application software for mobile phones; vinyl covers specially
adapted for cell phones, MP3 players, laptops, and gaming devices; sound recording
apparatus and accessories; downloadable sound and video recordings; musical sound
recordings; downloadable music; downloadable graphics; computer software and
programs; downloadable computer software containing sound and/or video
recordings or telephone ring tones; downloadable ringtones and graphics for mobile
phones; downloadable wallpapers, widgets, icons and photographs; downloadable
banners; downloadable electronic publications and downloadable posters and
photographs; downloadable podcasts in the field of music; downloadable electronic
publications in the nature of books, magazines, newsletters, pamphlets, booklets and
brochures in the field of music and entertainment; audiovisual recordings featuring
music and entertainment; motion picture films featuring music and entertainment;
digital video discs; video games; electronic game programs; storage cases for CDs
and DVDs; mobile telephone and personal electronic device cases and covers;
accessories for mobile telephones and personal electronic devices; computer mouse
pads; headphones; earphones; eyewear and sunglasses; eyewear accessories, namely
straps, neck cords and head straps for eyewear.

16 Printed materials, namely, posters and songbooks; printed publications; booklets;
books; catalogues; folders; posters; calendars; magazines; periodicals; stationery;
greeting cards; postcards; school supplies; paper party supplies; notebooks; paper
doll books; pens and writing instruments; decalcomanias; stickers; printed music;
music scores; music books; instruction guides and manuals; music in sheet form;
souvenir programs concerning musical events; magazines and brochures in the area
of music.

18 Luggage, backpacks, bags and wallets; trunks and travelling bags; carrying cases
for audio equipment; leather goods included in this class; umbrellas, parasols and
walking sticks.

25 Clothing, footwear, headgear; clothing, namely, tank tops, t—shirts, jackets and
hooded sweatshirts; headwear.

41 Entertainment and education services; entertainment services, namely, live
musical performances; providing a website featuring entertainment information on a
recording artist and her tours, performances, non—downloadable audio and
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audiovisual recordings featuring music and musical-based entertainment, news,
appearances, photographs, biographies and other entertainment information; online
journals, namely, blogs featuring information on recording artists; fan clubs; webcasts
featuring music and musical-based entertainment.

A22. [ELY, XS DEUERE £R(%. EUTM 009568247 TY

9 . BERVETADREHRY —ENETEREMBRELEBERA—RDIVEI—TA A E
BHET DA —TAFEDaATILEE, BEBLUBTER—RDIVI—TA AV EHHE
TEHRIOO—RA B E Y IURLA—TAV T BLUOA—T1AED a7 ILLaA—T 1>
g, 7a—n\)LarEa—3xvbT—IBLVTAVYLRTNAREN LA O0—Ra§E
BEES EREEANIVEL—43—TT)5—30Y70 017, EHEEE MP3 JL—
¥—, S9TbvT, BEUT—LTNARIZHICELIZE=Z—)LH/N\—, FEEELS LU
B&F I O—Fa G YO REETADHRE, BEKRSTF V2 O—Fa[RELGEE T IV
A—RAREET 749 PR, AVE1—8Y IRz 7 ELVTATS L EES LW/ FIXE
TADHEF-IBEDBESTEZEC A YVO—FAREHAVEA—42Y T2 T, EHE
ERAOAOUO—RAEELEETLET ST4v9R, FOUO—RAIREGEEMR, DDy, 7
12y, BE, FOVA—RAREG/NF—, FOVO—RalREREFHRY, For0—kT
BELARAA—BLUVEE FBEOSH T Y O—FaREGRYRFv R, B, BREH)H
DEEE, M —2—ALF—, \VTLyk, IMRF, NOTLYEOHEDA I O—RTE
BEGREFHRY BREEIVA—TAAUERFHET HIRBERRE, BELIVI—TAAY
FEDA—F¥—LIEBRETIAILL, TORIVETATARETAS —LEFS—LT0OY
J.ls; CD H&U DVD DT —X, EHREFBSLVEANAEFHBOT—IXBLUAN
— EEEERLIUVEAREFHBOT7TIEY)— aAVE1—E—NDTIR/INYK, AYR
THAANKRBRBES VI SXBETIEH)— T bbb, BERODRNS YT, Ry
—F, BEXUANYRR SV,

16 $8:EIRIY, $HaHhERRI—EME, HRY,/IMEFRAHAZOT,TAHIVE —RRE—H
Lo — e EHTITYXER T ) —T4o 9 h—K & E RGO/ A—FT—A &,
J— b, IV MAFDORARVEESEE . THILAYZT A Tvh—HRIESh - T & REFE
RERGRBAELT =TI, O— MK DBE, BREARNVNMIBTIELETOII L,
BEODABFOMIEL/NTLYE,

18 $5:88, /N0, 1\VT, B, FSUOERITRN\YT A —TaA#BBX YT
T—ZXIDIZRIZEFENIER G, & BHE, &

25 $5. K%, BY, 18F KE THHLEIVIMNT, T vy, Dviruk, J—R{FERDT
vk, 18F,

N IR —TAAVMBEUVHEEY—ER, IUA—TAUAVNF—ER, ThhbS547
S2a—VYINTH—TUR, LA—TAVIT T7—TARDIVA—TAUAVMEREBE LD
YT —, INTHF—R VR, BREBER—ADIVEA—TAVAVE, —a1—X, HiE BE,
BEE, TOMDIVI—TAUAVMEREEC AV A—RFA DA —TAABELUVA—T
AAEDATILLA—T AT EEE Web YA EFRETIAUSA0Dv—F L, ThHHEL
OA—TAVI T7—T4ANMIETHRBERFELTAY, J7U 05T BREBTER—AD
IVA—TAANEREET DT Fv R R
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[(BX]

A22. BARTIEER AGELESNFEL -, [REEZZ. TOIEEERT. AMFERTHLIL
O—F. A28 — b EFALTRIEL. RURFTIIENTESTEI7MIL., FREFEH
ETATARIORVET AT7—TIZFERL-BE. ChIZETANGIE - EEE(IL. 4%

BT RDINEFRHERIET HEF. RIFMEBICHBELIBLTWAEERRLIZED. 974

HE, ZOBERDGHE (NB)ZRRLEDDERHBTHH D, RFEEEIL. BihEROH

BB L TDHEBEZRI-LBAL, LEA>T, REEEL., EiEE3K 11383 Y

95, 1(H25. 12. 17X S & ERK25F (T77)58 101 585FH)

[N, ARFERTTIERITOVTL. HIZIERDESYET S, (7) BRIEREE

HDHRT—T L FEFAHDAVINIET 4R TLaA—RZDOWT, B8 A, FEEHIC
RFLERIIBFREIN—TRBELTLLRHINTVWSIGSIZIX. ZOERD [REIFRT
THELEDEFIMT S, (FIEEERE) )

A22. In Japan, it was found as not having distinctiveness by the IP High Court in December
17, 2013 which states as follows; “In cases where the present trademark is used on the
designated goods, music files, recorded video discs and video tapes”, which can be obtained
through the Internet, the trademark does not have function as a distinctive mark, because
the dealers and consumers of those goods would recognize the mark as description of
singers of music recorded on the goods or singers depicted on the video recorded on the
goods, that is, the mark as mere indication of the nature(quality) of the designated goods.
Therefore, the present trademark falls under Article 3 (1) (iii) of the Japan Trademark law”.
(2013. 12.17 IP High Court 2013 (Gyo—ke) 10158)

“Trademarks depicting peoples’ names etc.shall be treated as follows: A. In the case
where a mark is well known as a name of singers or group artists in relation to the goods,
“sound recorded magnetic tapes”, “sound recorded compact discs” and “records”, the
mark shall be considered as indication of nature of those goods.”(Examination Guidelines
for Trademarks))

Q23. EENESRFBAHANHYETH., |

Q23. Do titles of books have distinctiveness?

[EU]
A.23. A book title may be non—distinctive in relation to goods and services that could have
that story as their subject matter.
This also applies to book titles that have become famous and are well-known. The EUIPO
lists as examples “Peter Pan” and “Cinderella”. If applied for merchandising goods, they
might be found distinctive but not for “books” in class 16.
This criteria would also apply to films, shows, etc. An interesting fact is that where
copyright is still in place, the EUIPO might still register the mark. It will not examine
whether not the copyright is valid. The actual proprietor of the copyright would have to
initiate a cancellation action.
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A23. ADESIL. EDYEEARLET DAIREIEDH LB M- RFICEELT, #ANZEH
STEWAETREMEABYET

ChiF FRAXFBARICGS-ADESITHETIEFEYET . COKIEFlELTIE—52—
IV ETV U TUZIZEUIPOIREITF TWET . v—F Yo 2DV T EmICERSN S
B.ENLIEHRN AL HLEHFHINDEIDLLNFER AL, ENIXE16EDIERIZDNT
TIEHYFE A COEEFBREOLI—ZECHBERINET, BIKRWERIL, SEE
AELFHEY H5HA . EUIPOXERZER T HAIREMENHAHLTY  EFENFUNES
MIFRF A EFEOEBROMEEZEBURBHZERTOILENHYFT,

[B&]

A3 TEED . FEEBICESLLTRHEIN., h D ARES I RHEDABZRHIE LD
ERDHONDGRICE. BRFONBTERHSEDILDLLT. BmDIGREIRIFEHD

rﬁ]’éﬁ‘ﬁ?‘é% DEHELTHAN NG L, BSFELLTRHSNLINE, FEBICESF

ELTIEGEEH SN TS NMTLYHIBL . ESFENFEDARZRHSE LML 5D

EEEZZBELTHIIT L1 (BE BEEE),
A23.“In the case that the trademark is identified by the consumer as the title, and, the title
at hand is identified as something that identifies specific contents, it shall be construed as
descriptive indication of nature of the goods. Whether or not the mark is recognized as
“title” shall be judged by considering whether the mark is well known and whether or not the
mark is recognized as indication of the content of the goods shall be judged by considering
the transaction circumstances of those goods. (Examination Guidelines for Trademarks)

Q24. 22 F1—%(F9%8) ITDLVTIFUJISAN 18RI 1A
Q24. Is “FUJISAN” distinctive with respect to the goods,“computers”’in Class 9 ?

[EU]
A24. Indeed, it would be registrable.
A24. FEMIZ, ENIXBHFEEEETY ,
[B]
A24. BRIADBHYET, TEEL. BERNOHEMAFHER. IHER. S48, thA. T
REEGERR. T BTH . FFRIRE), N, JHER, BB, & . A0, (BE. Bz, BEL, 8
(DR EMRIEE LM HEEL ). M8, IWE. Al 2EFEZRTBMXIEEN
LERTHEMNLEHHEE. BEI1E XIFFEZEN. TOMBHEBMORTTHLHICE
WT HEEEMNEEINELLIRTESN XIEEEBNMRBESNA TS THLIE—
RRICERHE I HLEE. BADIEMIFLIINIRFE]] RIFEBFOMHREDSZAICEZET S
LHIERT D) (BIEEERE)>ETIUTavEa—42F 4 E - IRFELTLAEXRE LGV
SHEAI NN HYET
A24. It does have distinctiveness. “In the case that a trademark consists of geographical
indications inside and outside of the country (state, ancient nation, capital, region,
administrative district (prefectures, cities and towns, special ward), state, state capital,

county, ministry, provincial capital, ancient nation, former territory, downtown area, tourist
site (including the surrounding country and surrounding area) the terms that describing such
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as, lake, mountain, river, parks, etc., and maps depicting these terms, the sellers and the
consumers, the trademark shall be considered as descriptive indication of “origin” of goods
or “location of sale” or “place of offering” of the services, provided that dealers and
consumers recognize that the designated goods are being produced or sold, or designated
service is being provided at the geographical location corresponding to the trademark.
(Examination Guidelines for Trademarks) “FUJISAN” would be distinctive because nobody
recognize that computers are manufactured or sold at Mt. Fuiji.

Q2574 6 SIS BAEMET MOV T FEDBEELBE DA BYET A

Q25. Do the trademark below have distinctiveness with respect to the goods, “metal tube

manufacturing joints”etc. in Class 7 ? “
[EU]

A25. Since the term “TV” would only perceived as an acronym for “television”, the mark
should have distinctiveness for the mentioned goods in class 7.
A25.TTVIEWSRERITLE IWEBEFELLTUMREING L= 5F 7T HOBEMITDL
TIEBAN DA HSTLLD,

[BX]
A25. BHIZEWTAREMIZHA NINHEHELTERSINEL = (AR 2016-17458)
A25. The term was found inherently distinctive at the Board of Appeal (Appeal.2016—-17458)

Q26. TKP—140) (B 1581L%5) . TDO-OV (E255HMRE) . [PA-XJ (F17H8EI TSR F
vOBIR— R TLBKA—RD) . [AA—2GI(BE1EILERE. ESEEAE) TN EThB
BIABBYET D
Q26. Are trademarks, "KP—-140"(Chemicals in Class 1), “DO-OV” (plastic hoses, rubber

hoses in Class 17) and “AA-2G”(chemicals etc.in Class 1 and pharmaceuticals etc.in Class
5) distinctive ? ¢

[EU]
A26. Provided that the marks do not describe the content of the goods, e.g. a certain material
of the goods in class 7, etc., they are registrable.

A26. BIZIXE 7 FHOERBDBFEDMHGE . BESBERONERTTHITNIX, F8R0]
AETY,

[BA]

A26. BHITOITNEEADLGLOERMNENFELT-,

(F£9—19951%5, F11—-136075. F11—-16529%, FAR2000—30295F)

A26. All of these marks were found not distinctive at the Board of Appeal(Hei9-19951, Heil1-

13607. Fufuku2000-3029)
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Q27. GREEN %°BLUE %G EBZMXFTRLI-ESHAN AN HYET A,
Q27. Are such words as “GREEN”and “BLUE” indicating a color distinctive enough to be

registered?

[EU]

A27. The EUIPO Guidelines stipulate:

“A sign consisting exclusively of the name of a colour must be objected to under
Article 7(1)(c) EUTMR when the application claims any goods and services for which the
colour can reasonably be perceived by the public as a description of one of its
characteristics.” Thus, the EUIPO rather considers it an issue of descriptiveness.

For example, BROWN can describe colour and nature of “sugar”. With regard to GREEN, an
additional argument for refusal is that it describes that the goods/services are
environmentally friendly.

However, you may still find registrations in the register as for example EUTM 012911673
GREEN for

e 18 Clothing for animals; clothing for domestic pets; dog and cat apparel; dog and cat
clothing; garments for pets; out—door wear for animals, out—door wear for dogs and
cats; pet clothing; headwear for pets; pet harnesses; pouches for holding pet treats
Leash Harness.

e 21 Feeding bowls for animals; dog and cat feeding bowls made of plastic, ceramic,
porcelain and steel; feeders for animals Combs, grooms and brushes for animals.

e 28 Toys for domestic pets; sporting goods for dogs and cats, included in this class;
toys for dogs and cats in the form of interactive feeding bowls for activating,
teaching, motivating and educating the animal in relation to eating and feeding;
training toys for animals; toys of plastic for pets; electronic toys; electronic toys for
motivating and activating the pets.

A27. EUIPO HARSAUIZEVWTRDESYRESNTULET,
[BOEHOATERINIERT. BNFEDO1 DELTARNEEMIZMNETESHE

P IUVRBFEHEEICBWVTIEET HHE.EUTMR 5§ 7 &£(1) (o) ITEDWWTIE#MfEIn A

FRIEESHYEE A, LIz 5T EUIPO (FTLLAZNEREREDMBELEEZAET,

F=EZ L, BROWN(F) X #E I DR EMEEL RS 5 ENTEET . GREEN(#R) =D

WTIE, BT HEMDERELTIE. B/ EENREICOSLLNELSZETT,

LAOLEMS, f2EZ LT ERDORERICDLNT, EUTM 012911673 GREEN I M E RSN TS

CENRMBHTLED,

% 18%F [Clothing for animals; clothing for domestic pets; dog and cat apparel; dog and cat
clothing; garments for pets; out—door wear for animals, out—door wear for dogs
and cats; pet clothing; headwear for pets; pet harnesses; pouches for holding
pet treats Leash Harness |

%2148 [Feeding bowls for animals; dog and cat feeding bowls made of plastic, ceramic,
porcelain and steel; feeders for animals Combs, grooms and brushes for animals |

§28%8 [Toys for domestic pets; sporting goods for dogs and cats, included in this class;
toys for dogs and cats in the form of interactive feeding bowls for activating,
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teaching, motivating and educating the animal in relation to eating and feeding;
training toys for animals; toys of plastic for pets; electronic toys; electronic toys
for motivating and activating the pets |

[BA]

A27. [REIELTER DD END, EEEMFICKYAINIZEEZINTLNET , (TWHITE]
(XEIFEEHF EDCRRAV I T4 T IR U ER2FE D T A DIERL - RET R UR
S IZDWNTEEFRSINFEL=, (IR 2016-1868))

A27. As a general principle, it does not have distinctiveness. However, depending on the
designated goods, there are exceptions for registering. (“WHITE” was registered with respect
to the services” (Class 35; advertisement, business consulting etc.” in Class 35 and “creating,
designing, and maintaining a website etc.” in Class 42 (Appeal 2016-1868) )

@28. HYBRID [Z#BI HABYET D
Q28. Does “HYBRID” have distinctiveness?

[EU]
A28. Depending on the goods, it may have distinctiveness.
Recently, it has been rejected, though, for the following goods (International Registration
1415314):

. 3 Toiletries; body cleaning and beauty care preparations; hair preparations and
treatments; hair cosmetics; shampoo; hair dyes; hair lotions; hair tonic; preparations
for the protection of the hair from the sun; preparations for protecting the scalp
from the sun.

e 5 Medical and veterinary preparations; dietetic preparations and dietary
supplements; pharmaceuticals and natural remedies; medicated hair care
preparations; capillary lotions (medicated—); medicated hair lotions; medicinal hair
growth preparations.

The argument of the Examiner was:

“In light of this guidance, the office refers the holder to the provisional refusal where, based
on the semantic content of the word applied for, it was established that the sign“HYBRID”,
would simply be perceived by the relevant public as sigh describing a quality of the
toiletries, preparations and supplements applied for, namely that these are composed of
different elements.” The decision is under appeal.

A28. BERIZEKOTIX. BANANEOHOSNEZEEHHDHTLELD,
=L, FEEDBERICDOVWTIXIEESINFEL - (EFEEEK1415314),

F 3% [Toiletries; body cleaning and beauty care preparations; hair preparations and
treatments; hair cosmetics; shampoo; hair dyes; hair lotions; hair tonic;
preparations for the protection of the hair from the sun; preparations for
protecting the scalp from the sun]

F5%8 [Medical and veterinary preparations; dietetic preparations and dietary supplements;
pharmaceuticals and natural remedies; medicated hair care preparations; capillary
lotions (medicated—); medicated hair lotions; medicinal hair growth preparations |

BEREEDIRIIUTDEESYTHS.
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[HAF R (BEEE)ICBLT L, TIIHBEAICEEEMEEMERL, TOH T, HFES
NT-FAEOERMARICE IV T, EE[HYBRIDIA HEES N FE L f=[toiletries,
preparations and supplements]DFE. D2FY. CODEEMNELLIEXZTERINTL
HILFRICHERTIBEETHLILEET AL RICLH>TRBINSZIENREINERRS
NTWS, ICORFEITHLTRRBILALINTLNET,

[AXK]

A28. FEEBMBICEOTITHA AMHYFET (H1.58%5E 17481185 ) HYBRID] (5525%)
A28. Depending on designated goods, it does have distinctiveness (For example, “HYBRID”
was registered with respect to Class 25 goods under Reg No. 1748118)

Q29. BAADHTHS. [KUBOTAI (33458 E) . TACHIKAWA (F75. 205, 24
) ZEA AR HYFETH,
Q29. Do the Japanese family names “KUBOTA” (Class 33 rice wine), “TACHIKAWA”
(Classes 7,20 and Class 24) have distinctiveness?

[EU]
A29. Yes, family names can be registered. They have the required distinctiveness unless

they are also descriptive for the goods.
For “KUBOTA” there are several registrations, e.g. EUTM 015607419 KUBOTA for

e 5 Ophthalmic preparations, excluding non—ophthalmic anti—infective and antiviral
preparations pharmaceuticals and therapeutic agents for treating ophthalmic
diseases; excluding non—ophthalmic infectious and viral diseases.

e 10 medical devices for treating ophthalmic diseases.

e 42 pharmaceutical drug development services; pharmaceutical drug development
services in the field of ophthalmic diseases.

For TACHIWAKA, there exists e.g. EUTM 010507473 for

e 6 Common metals and their alloys; metal building materials; transportable buildings of
metal; materials of metal for railway tracks; non—electric cables and wires of
common metal; ironmongery, small items of metal hardware; pipes and tubes of
metal; safes; goods of common metal not included in other classes; ores; partitions
of metal; fittings of metal, namely for furniture and building; small metal tools;
runners of metal for sliding doors; rails of metal.

e 7 Machines and machine tools; motors and engines (except for land vehicles);
machine coupling and transmission components (except for land vehicles);
agricultural implements other than hand—operated; incubators for eggs; electrical
blind and shade openers and closers devices; electrical partitions openers and
closers devices; curtain drawing devices, electrically operated; hangers [parts of
machines].

e 19 Building materials (non—metallic); non—metallic rigid pipes for building; asphalt,
pitch and bitumen; non—metallic transportable buildings; monuments, not of metal;
partitions, not of metal; blinds and shades [outdoor], not of metal and not of textile.

e 20 Furniture, mirrors, picture frames; goods (not included in other classes) of wood,
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cork, reed, cane, wicker, horn, bone, ivory, whalebone, shell, amber, mother—of-pearl,
meerschaum and substitutes for all these materials, or of plastics; curtain hooks;
curtain rings; curtain rails; curtain rollers; curtain rods; curtain fittings; curtain tie—
backs; curtain holders, not of textile material; pulleys of plastics for blinds and
shades; bamboo curtains; indoor window blinds and shades; slatted indoor blinds and
shades.

e 22 Ropes, string, nets, tents, awnings, tarpaulins, sails, sacks and bags (not included
in other classes); padding and stuffing materials (except of rubber or plastics); raw
fibrous textile materials; awnings; awnings of textile; awnings of synthetic materials;
window awnings.

e 24 Textiles and textile goods, not included in other classes; bed and table covers;
curtains; curtain holders of textile material.

A29. [T, HEEHRTEFET . AREHRPTHLDOTLELRY .. ZhoIZIEEA WA HY
F9,
TKUBOTAJIZDWWTIE, LD A DEER(EUTM 015607419) AU ET
FE5%F (B%)
%104 (BR)
F 425 (BR)
[TACHIKAWA |IZDUVT (&, EUTM 010507473 7FFELE T,
£ 6%H (B])
758 (RR)
%1958 (BR)
F20%8 (BR)
F 225 (IR)
F245F (BR)

[AX]

A29.TKUBOTA JIF. A EHIFAI WAV, SE2TEDERAICL LA NLELEDERLH
YFEF (FER2014—1 34695), [TACHIKAWA JIE, BEK2IE(C LY hEBLESNI-E
ROEHYFET (FIR2013—-589%)  BIREEREEL. THYSN-EX(FRFRIEZL, R
HELT.REORXFEMNEHELET DL DELVD, JELTULET,

A29. Appeal Board found that “KUBOTA” is not inherently distinctive and has never
obtained distinctiveness through extensive use thereof under Article 3(2) of the Japan
Trademark Law (Appeal No.2014-13469). “TACHIKAWA” was found to have acquired
distinctiveness through its extensive use under Article 3 (2) of the Japan Trademark Law
(Appeal No. 2013-589). Examination Guidelines for Trademarks provides “common
surnames or names’, as a general principle, are the ones that exist in large numbers.

Q30. TLeading Innovation] (9B SR BIEMMBEE) FHANAHYETH.
A30. Is “Leading Innovation” considered distinctive with respect to the goods, “electronic
communication machines and equipment”in Class 9?
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[EU]
A30. No, such a mark would be considered as being descriptive and non—distinctive.
A30. L\WMA . EDRILERIE. BB DHEAINITRITEHEBZONFT,
[B=X]
A29. HYET , BiFFES0914835 (MAEHEE) ELTEHEMNHYFET,
A29. Yes. There is Registration No.5091483 for the mark owned by K.K.Toshiba.

Q31 FEENEMIEE 9. F 3558, F 36 5. F 42 BRUE 43 BT OVTHA DA HY)

Q31. Does the below shape have distinctiveness with respect to Classes 9, 35, 36, 42, and 43

goods and services?
fffg:\

[EU]
A31. | consider that this would be doubtful without having proof that is has acquired

distinctiveness.
In general, simple geometric forms will not be registered even if it is colored, see e.g

General Court in Decision T-282/09 (09.12.2010):“The sign consists of merely a

simple geometric figure in green. The specific color is commonly and widely used

in advertising and in the marketing of goods and services for the power to attract

without giving any precise message.”

A31. FAIF. SN (ERIZEY) BELEEBNDZALTOSEWIFERNETRIE ZD

(B8R [EERDOLVOERWET,

—RRIC, B RAFMER T, EABNH O THLERINEE A,
— AR EHIRTDFIR T-282 /09 D (2010 5 12 A 9 A) :M1ZE (L, BIZHKREDH
MR ZEHBTEREIN TV, BEDRE. EECERKLEBEOYI—7T
AT T—RICEERINTEY . ERGAYE—CF 52 5T EL<EIEA

(TAHNEHIET S, ]
[BA]
A3l. HYFET, BRTHERIZKDEBIN AL HY ELTEEFESNEL -, (FIR2015—6576
=)

A31. Yes. It was registered by the appeal Board finding that it has acquired distinctiveness
depending on usage (Appeal No.2015-6576).

Q32. FUFZUDFIaL— DI KBEEZBIN A HYET A, |

Q32. Does the three—dimensional mark of Gillian’ s chocolate have distinctiveness?
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[EU]
A32. The criteria that applies to three—dimensional marks is the following:

“To be distinctive, the shape must depart significantly from the shape that is expected by
the consumer, and it must depart significantly from the norm or customs of the sector. The
more closely the shape resembles the shape that is most likely to be taken by the product
in question, the greater the likelihood that it is not distinctive” (ECJ, C-136/02 P, § 31 -
Torches).
The European Court of Justice, e.g. rejected an application for the following chocolate bar
as being not distinctive (ECJ, C-96/11 P — Milchmause). The figurative elements on the bar
were not sufficient.

A

&y
Q32. AAEEICEASNAIEEFIRDLELY T,
MR NEETHOI2IE. BRI EEENRFITIRKMNOREGEF T I2LEND
Y, 03— DZEFLEBFENOREGEFR T ILENHYET , BRISFEEDOE ZEAE
HABEMENREELBIRIZETONIEUTNSIEFE , FRMNEBR AN ESh DA REME
MNE<%%, 1(ECJ, C-136 / 02 P, § 31-F—F)

BN BEER AT (. BIZIEROFIaaL— A A—DHBEI. BRI HIZR(THELTIEML

EL71=, (ECJ. C-96 / 11 P —Milchmause) /\— L DU LEEEN+H TIEHYEEHAT
L/T:o

[(B&]

A32. BARTIIHMESETARENFA NHY LHShFEL, (F20. 6. 30%R-F19
(74)10293%8)

A32. The IP High Court of Japan decided on June 30, 2008 that it has inherent
distinctiveness. (2007 (Gyo—ke) No. 10293)

Q33. BT BERE |IZ DL TEE Jitensha l (KB AL BYET A, DFEY. S EEE 1T
BEEE. 53, BABED SO EE) CRBNEXT (. BECE 25 5EHHE
mFETH. —THEEREORIIAERILTOET A,
Q33. Does the trademark “Jitensha”have distinctiveness with respect to the

goods,”bicycles”? (Please note that “Jitensha” means “ bicycles” in Japanese.)
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Are descriptive words in foreign languages such as Korean, Thailand or Japanese found
descriptive by the EUIPO - as “Foreign Language Equivalency Theory”?

[EU]
A33. The following EUTM is registered under EUTM 016729981

{0KYgo

HEzE

JITENSHA

for

e 12 Bicycles.

e 25 Clothes.
There needs to be convincing evidence that a descriptive term has a meaning in a language
other than the official languages of the Union and is understood by a significant portion of
the relevant public in at least a part of the European Union. Then this term must also be
refused based on absolute grounds. Thus, a mark will not only be rejected because it has a
meaning in a non—EU language.

A33. RDEIZEAEUTM 016729981 FTEEFINTLVET,

{OKYgo

JITENSHA

1258 5¥5E |
2558 AR

SRR FAEANEUD ARBEUNDEEBTERZES ., DE(ELEUD—E TILEET HKEB
DDANRNEELTVDELIBRBHDOHLMUNKLETY, TLT. COREITEXHIE
MHIERICEDVWTEESN G TNIEEYERE A LI=A> T, BBIXEULISNN D EETEK
ZEFORO. BITERSNDSEITTEBYFEE A,

[BX]
A33. BARTRINEZEXMICORAIFFRAShTHEEA,
A33. “Foreign language equivalent theory” is not adopted in Japan.

Q34 AEDTFARIL—LEIERBYET A,

Q34. Is a disclaimer system available?

[EU]
A34. NO, the EUIPO abolished the disclaimer system.
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A34. LMNVZ L EUIPOIETARIL—LHIEEREIELELT=,
[BA]

A34. HYFEE A,

A34. None.

(3) S E LRKRUR  Office action and response
035. A— AP EEXRUYI- oL CEBABCOBBRERT B IBLT. o Ema
XYRUZIZDOWTHEEADBEEZ (B ENTEETH,

Q35. In the case where a person has an EUTM trademark registration for mark "ABC” with
respect to the goods X and Y, can the same person obtain another EUTM trademark
registration for ABC with respect to the goods, X,Y and Z ?

[EU]
A35. Yes, the EUTM system does not put any restrictions in this regard. A trademark owner
can have multiple of identical trademarks with the same list of goods and services.

A35. [TV, EUTMU R T AIXCD AIZBALTHIBFR T TULVER A, BIEEEX. ACE M
ERIFIZTOWT EHORI—DEEFFRETEEY,

[BA]

A35. Fl— ADNR—BEERVE—BER - RFICDODVWTEERTIEEHSINFEEA LD
L. EEFEEER - EHENDLTEE>TUONIEBFSNE T, HIZ (ERE R THRI X (X
[TV IDGE. THRIZDOWTEEZAIEITUOYYIZDWTEZAID BN AIRETHY .
BRI TPV IIZDOVWTHEZALEIE ABRLELD) IOEFEMNEIEETT,

Q36. BIES DR EYREEB LETEERSTHLICRYERLTHOICEFTEET
Mo

Q36. Depending on negotiations with the practicing examiner, is it possible to extend the
deadline of an office action response?

[EU]
A36. Upon request, the deadline will be extended by two months and no reason must be
given. Another extension will usually not be granted unless there are exceptional
circumstances.
A36. FERIZKY. HIRIF2MNAERSh . BHAZRILE>HYEEA, BE. FIS a4
RRDGEVRY L HERBHFHFAISNEE A,

Q37. EHRERBHNN2EUERELNDIEFHYETH |

Q37. Are there cases in which a notice of rejection is issued more than twice?
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[EU]
A37.1 am not aware of any.
A37. FhITRIBHVFEEA,
[B=X]
ATIFEAEBYFE A,
A37. There is very little.

Q38. I U MIEIZ DV THRBELTTFELY

Q38. Please explain about the consent system.

[EU]
A38. We do not have a letter of consent system since the applications are not examined
with regards to potentially conflicting earlier rights.

A38. FRE T ADAREME D H D EFEDEF EDFEFZRTEEING LV =H. VU MIEILH
YEEA,

[BX]

A38. AVt MHIERHYFEE A,

A38. There is no letter of consent system.

Q39. SEATHEIS DV TEREAL TTELY,

Q39. Please explain seniority.

[EU]
A39. The concept of seniority is codified in Art. 39 EUTMR.
The owner of a national earlier trade mark registered in a EU Member State, or an
International Registration having effect in a Member State, who applies for an identical
trade mark for registration as an EUTM in respect of goods or services that are identical to
or contained within those for which the earlier trade mark has been registered, may claim
for the EUTM application the seniority of the earlier trade mark in respect of the Member
State in or for which it is registered.
The earlier trade mark for which seniority has been claimed can then lapse (e.g. not being
renewed), and the owner of the earlier mark will be deemed to continue to have the same
rights as he/she would have had if the earlier trade mark had continued to be registered.
Seniority must be claimed with the application or within 2 months of the filing date of the
EUTM application. Otherwise, it can be claimed after the registration of EUTM.

A39. FEATHEIXEUTMRIOE THARRIEINTLVET,
EUMBECEZIN-ATOENEEE-IINEE CENTEEEZOFFEETH
T.RITOEFEEICEVWTHEESNTWSE M - BRFLR—F I EFNIE M- &I

DWTEUTMEL TEER T 5T-OICE— DOREEZHFEL-& L. EUTMEREICHE L TSET
VEETIRTDHENTEET,
FATENIRSNTUVS (FED) BERF (EHLLAWVGEEDAEICEY) RMESELHIEN
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TEETTLEEOMABERE. £TTEBENF>TW-DLRILEFNZSIZHREET D
EHREINFT,

SLITHEIE. HEEELEBIC, FIZEUTMEREDO BREEE M L2 A LIRIZERET 2L ENHY
=9, FNLUNDB A X EUTMDZEFRIZEIRTEET,

F

VI EEH?

Q40. EEETHIEICOVTHBELTFSEL |
Q40. Please explain about the opposition system.
[EU]
A40. Filing an opposition allows the owner of an earlier opposition right to prevent an

EUTM application or the EM designation of an International Registration to proceed to
registration.

It is an /inter partes proceeding, which means that the EUIPO will only start examining if an
earlier right and thus a relative ground for refusal does exist. The EUIPO will examine
relative grounds not ex officio.

The opposition period against an EUTM application is three months and starts on its
publication date.

A40. BEBRIIZITOISEICKY . EEBRIDIRNELTWSEEDRMEE L. EUTMEREE
= IXEEZ SR DEMIEENBIFIZED DEHCIENTEET,
CNIFLUEEROFHEETHY. CNIZEUIPOTIL, EEDENEBENEREZHIZL-EE
[ZDH . EXHIIEMIERNCONTEEZRIRT 52 LZEBRL . EUIPOIXEEME TIL%4<4E
XHIEIEIEREEERLET .
EUTMHEBICx I 2R BRI HRIEI3MN AT AEFEIORBEShET,

Q41. FESEIIEAEIRR (855 (1)) ITDUWVTERBAL TR ALY,

Q41. Please explain the relative ground of rejection under Article 8(1).

[EU]
A41. There is a long list of earlier rights that may apply as relative grounds.

The most common earlier rights that are invoked are earlier trademarks. They can form a
basis for an opposition against an EUTM application or for a cancellation of a registered
EUTM:

Article 8
Relative grounds for refusal
1. Upon opposition by the proprietor of an earlier trade mark, the trade mark applied for
shall not be registered-
(a/if it is identical with the earlier trade mark and the goods or services for which
registration is applied for are identical with the goods or services for which the earlier
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trade mark is protected:

(b,if because of its identity with, or similarity to, the earlier trade mark and the identity or
similarity of the goods or services covered by the trade marks there exists a likelihood of
confusion on the part of the public in the territory in which the earlier trade mark is
protected: the likelihood of confusion includes the likelihood of association with the
earlier trade mark.

2. For the purposes of paragraph 1, ‘earlier trade mark’ means:

(a,trade marks of the following kinds with a date of application for registration which is
earlier than the date of application for registration of the EU trade mark, taking account,
where appropriate, of the priorities claimed in respect of those trade marks.

(1) EU trade marks;,

(i) trade marks registered in a Member State, or, in the case of Belgium, the Netherlands
or Luxembourg, at the Benelux Office for Intellectual Property;

(i) trade marks registered under international arrangements which have effect in a
Member State;

(iv,trade marks registered under international arrangements which have effect in the
Union;

(b,applications for the trade marks referred to in point (a), subject to their registration;,

(c,trade marks which, on the date of application for registration of the EU trade mark, or,
where appropriate, of the priority claimed in respect of the application for registration of
the EU trade mark, are well known in a Member State, in the sense in which the words

‘well known’ are used in Article 6bis of the Paris Convention.

3. Upon opposition by the proprietor of the trade mark, a trade mark shall not be

registered where an agent or representative of the proprietor of the trade mark applies for

registration thereof in his own name without the proprietor’s consent, unless the agent or
representative justifies his action.

4. Upon opposition by the proprietor of a non-registered trade mark or of another sign

used in the course of trade of more than mere local significance, the trade mark applied for

shall not be registered where and to the extent that, pursuant to Union legislation or the
law of the Member State governing that sign:

(a,rights to that sign were acquired prior to the date of application for registration of the
EU trade mark, or the date of the priority claimed for the application for registration of
the EU trade mark;

(b, that sign confers on its proprietor the right to prohibit the use of a subsequent trade
mark.

5. Upon opposition by the proprietor of a registered earlier trade mark within the meaning

of paragraph 2, the trade mark applied for shall not be registered where it is identical with,

or similar to, an earlier trade mark, irrespective of whether the goods or services for which
it is applied are identical with, similar to or not similar to those for which the earlier trade

mark Is registered, where, in the case of an earlier EU trade mark, the trade mark has a

reputation in the Union or, in the case of an earlier national trade mark, the trade mark has

a reputation in the Member State concerned, and where the use without due cause of the

trade mark applied for would take unfair advantage of, or be detrimental to, the distinctive

character or the repute of the earlier trade mark.

6. Upon opposition by any person authorised under the relevant law to exercise the rights

arising from a designation of origin or a geographical indication, the trade mark applied for

shall not be registered where and to the extent that, pursuant to the Union legislation or
national law providing for the protection of designations of origin or geographical indications:
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(1) an application for a designation of origin or a geographical indication had already been
submitted, in accordance with Union legislation or national law, prior to the date of
application for registration of the EU trade mark or the date of the priority claimed for
the application, subject to its subsequent registration;

(i, that designation of origin or geographical indication confers the right to prohibit the use
of a subsequent trade mark.

A4l FEXIENIEMEREL CERASNSETOEI DRV RMIBYET,

ROL— ARG ERITERN I, EEOBEETY . Tholdk. EUTMERRIZH T 5EZBRILDIR
P, F-TEBBZSIN-EUTMOBCEDIBRETHIENTEET,

(AT LTS ER)

ELES
Mt eEEIER

(1) EOBEEDORABICKIERFRINHH-BEIZIE, HEShTWAEEIL, Zhh
ROEHITEZL LTS EEE, BEFINALAL,
(@) TNLEDEZEER—THY, BEHLTHELTOSIERXITY—ERD, REINLTL
BEDEEICZRIBRNIEIY—EREF—THDHIE
(b) EDEIZLDE—MRIEZTNEDLELERUVBEBEIZDORMRESNTLSIERRIEY—
EXDE—MXITELUMHEERELT, EOEENMRESA T HIRICEWNT, 2280
BIZRERNDENDHZIHE.ERDEICE, XDOBEEEODEEDEEZESD,
2) (WOBERAL, TEDOEZFILIEX, ROLDEEKRT D,
(a) ROBEDOBEEZETHH>T, TOEUEIEZEDZRHEBELYETHSBEHEHEREET S
1D, CDGEE, BETHEEL, TAoDBEEICEALTERINSIEBRIEEZEET S,
(i) EUES4E
(i) MBERXEANILE—, ASUFE LIV I TILIDBEIZIF, RRILIAENHIES
EFIZBVLTERINTLSEIEZ
(i) MBEICEVWTHHZETIERMIEYROIZE DN TEHFINTNSEIE
(iv) BRESICEWTEINEE T HERMERYROICE DN TE RSN T SEIE
(b) BERINDIEFFHELT, QICWSEIELFE
(c) BETH>T, EUEIZNZZHEERIC, XIIZETHI5EICIE, EUBRZOEFRHREIC
BALTERSNTWAEERIZ, /N)EHNFEED2CHEWTHLSNTWAIEL O IRAE
DERTHBERICEVLWTEAMSATNSLD
(3) BIEEMARICKIEREBRIUNH-IEEICHNT, BEMAEOREBAXIIRKREN
FAEDREEBLZNT, TOEEIZTOVTRAANDREICKIEHZDHEEL TLNSEE
X, ZOEEEZEFLEL, =L, TOREBAXIIKRENZDITAETELILTHEE
X, SORRYTELY,
(4) BBt AEBATELELTHERAIN TOAEEZROBEEZEX IO S DREEICEK
BEZHRINHoMEEE, BESK-EEIL, ZFHINLGW, 1120, ZOEEEHFTS
BN EE AR IIMBEDERIZE>T, ROEFHENFIN TSI LEEHLET S,
(a) EUEEED Z FRHFEA XIFEUEED EFREHFEICEAL TERSNAHEFLB LYATIZZD
EFICDOVTOEFHMNERBINTINSI L
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(b) ZDESHNEDHEEIC, REOEEROERZELYIENESZASE

(6) QDOEKRIZEITHEDEBZEROMAEENCDEBRINHOHHERITENT, HFE
SNEBEENEDBERLR—THINXIFELUL TLDLEEZIE, TOEZREBHFSNGL
LDEL, TNAFERASNIBERXEY—EXNEDBEEDERHMRTHAHILDER—T
05, BELTWS, BELTWEWHAHLLT, RtkET S, 2L, EDEUVEERDES
(X, BRMESRAICEVNTRFZAL TSI ER I EDERNEEDSRIZIE, EDHEE
[CEWTRFZELTHY, o, HEEEDIELLEHDOLZMERIL, £OEZEDHA
MX(FBFZAEICFAT LN, RITENTETSEEET D,

(6) REMBZ M THIBHRTNOELHEFDITEICRIEEXIESVTIENESR
TEHEMNLDEERIUMNHOCIGRIZENT, HESN-BERICELTROFENHDE
EI2UF, [REMA M THEHRROREEZED N ESILEREIERNEZDHREICEK
Y, ZDERIEFFE NG,

() REEHAFRIIHIBARRICONTOHFEABLC, BRMESILERIFEREICH
T, TOEUEEOZFHEREA X (TZOHREICEALTERSNAEBEBLYFIIITHOA T
HEF1EL, EDEDEHREEHLET D)

(i) ZDREMBFRIIHIBHRTD, ENIH<EROERZELTIEFZEEZDHT
&

Q42 TEAZ 1AL EDRIICEVTHASA TSR BRAEIZEERIOERY
FBIENTEETH (8% (4)) TNIZTDNTHALTTFL .
Q42. Please explain the terms, “a non-registered trade mark or of another sign used in the course

of trade of more than mere local significance” as one of the grounds of opposition under Article
8(4) of the EUTM Regulation.

[EU]
A42. Article 8(4) EUTMR means that not only registered marks but also non-registered
trade marks and other signs protected at EU or Member State level used in the course of
trade of more than mere local significance can be invoked in an opposition provided that
such rights confer on their proprietors the right to prohibit the use of a subsequent trade
mark.
Since a non—registered EUTM does not exists, this provision mostly applies to signs which
are protected on national level. For example, in Germany, it is possible to obtain a non—
registered mark for a distinctive sign provided that the trademark owner can prove that it
achieves a great degree of recognition as a trademark in the market (approx. 25-30%). Also,
company name rights which are acquired through mere use are protected in Germany and
can thus be invoked under Art. 8 (4) EUTMR.
The EUIPO must apply both the relevant provisions of the EUTMR and the national law
governing the earlier opposing right when assessing a right under Art. 8 (4) EUTMR.

A42. EUTMREESS (4) LIE. EEHEEE T T REFREES LU ZTDOMDOEUMBEL A
IVCEEDMADEEEULOBMEIZEVWTHERAIN, RESNATLSDEZHED. D
FOGERDNTDFRBEICEIZHR<EIEDERETELTIENEE AL LEEHIC. BE
Y F{T5EMNTEDIEEERLET,

35



BHEINTOEVEUTMIEFELEWN 0. COREIXEICELNIILTRESNTLHE
BISERASNE T, EAE FMYTIE, BIREEN TG TERELTHGYDEEDR
BEERL TSI LEFIBATESIHEA ($925~30%) . Al hEF T HIZHOIEEHFEE
FEISTHENTEERY Tl  BICHERAT A LICE TREEIN LIS B DIERI IR A
YTRESN TS0, EUTMR 8(4) ICKYES ~¢I_L§?°6_t75\'c-'ér$'d'

EUIPO(Z, EUTMR8 (4) D3, ETHERZFE 9 DFRIC. BRI DRIET HETIT HIE
FZEHRETSEUTMROBEERERVERNEZDRAZEAT 2LELHYET
Q43. EAEEAERNICBVNTEEEB/TVSEE. TOETEIEER—XITELT 55
ECHELUNAGERIIRBELTVNAEE BERITQOBRETAIEATEETAF
RIZBENTEE I DWTHALTFEL,
Q43. In the case where an earlier trademark has a reputation in the Union, the owner can
file an opposition against the junior identical or similar trademark, irrespective of whether

the goods or services for which it is applied are identical with under Article 8(5) of EUTMR.
Please explain the term, “reputation in the Union”.

A43. Neither the EUTMR not the Trademark Directive provide a definition for the term
“reputation” in the sense of Art. 8 (5) EUTMR.

The ECJ stipulated that reputation is a knowledge threshold requirement, implying that it
must be principally assessed on the basis of quantitative criteria. The earlier mark must be
known by a significant part of the public in the EU concerned by the goods or services
covered by that trademark (ECJ, C-375/97, § 22-23 — Chevy).

The ECJ also held that all the relevant facts must be considered when assessing the
reputation of the earlier mark, “in particular the market share held by the trade mark, the
intensity, geographical extent and duration of its use, and the size of investment made by
the undertaking in promoting it”(see above, § 25, § 27). As regards the territorial
coverage, the owner of the trademark may benefit from a territorial “spill-over” of
reputation, e.g. when there is extensive cross—border shopping but the TM owner must
show evidence of it.

Means of evidence (non—exhaustive list) can be

1. sworn or affirmed statements

2. decisions of courts or administrative authorities

3. decisions of the Office

4. opinion polls and market surveys

5. audits and inspections

6. certification and awards

7. articles in the press or in specialised publications

8. annual reports on economic results and company profiles
9. invoices and other commercial documents

10. advertising and promotional material.

A43. EU BRIRAIZ T T, BiEE S TH,. EU BiRHRAIE 8 KOEKRTOIAF &LV
ERETRELTVEEA,

BROM BLERHIFR (S, TR F LB DORMEZEHTHAERELTEY. ChIFEICEEH

HECEDVTITE T OB EAHIOLEEBHRLET , £TERIL. TOEEORHRELD
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B mm X I B IR ®RT S EU DRSO ARICHSNTNDIBHENHY F T (B B ER
¥|ffr, C-375 / 97, § 22-23 - Chevy),

B AR AT EFE -, RITEEORFOFMICOVWTIX“BFICEENETSTELSE
E ZOFERBE. i fEHE., FREM. RULE~NDRERE" LV --EETLHET
NDEFEEZEETIDENHDHEFRTRLELI- (L. §25. §27 250) , higpIEEH
[CEALT. BEEE L. BEOLAFMIOMIGICIR R 1THZLICLSIBREERTHILE
HYETH. COGE. LEFEICEEZBI-BALNDHY .. BIZESE LT OENE RIS
NELBYEL A,

LD A% GEEICHRBMLIZARTEBYEREAM) ELTIE

. EEEXFEENGERE

2BHIFT X IEITHEBDDRE

SEETDRE

4 ERAEETIGHE
5.EERLIRE
6.5[BALE

TRRAIIXFEMGFEDTE
SRBFVMRESUBEIZOVTOERRE
VLERERUVZDMDEEE

1055 RUBRIRE

Q44. EBHRITOERAIBETENSOVERANIMYET A |

Q44. What are the calculated costs for proceeding with the objections?

A44. That very much depends on the specific circumstances of the case.

Ad4. ZNIFXEBBIFICKEEKEFLE T,

Q45. EIE DB RIEH@A0E (1) DNTHBELTTFEL,
Q45. Please explain a third party’ s observation under Article 40(1).

A45. Art. 45 EUTMR provides for the possibility that a third party files observations to the
EUIPO. It can be submitted that absolute grounds apply according to which an EUTM
application shall not be registered.

They must be filed before the end of the opposition period or, if an opposition has been
filed, before the final opposition decision.

The applicant will be granted the opportunity to file comments.

A45. EU BEARHRAISE 45 (3. BE=ELRMESERTICERZRETHIENTESE
MELTWEY, M HERERANZE T 57-80 EU BRHBED FHASNHNE TR
LT HERERETETT,

COERIEZPIHAFOKTHI. RIZEFBRINTHOATNSERIL. XKUTER
BRI DRERIC. ERERHTIBESHYFT,
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HIANFERERHOEENEZONET,

Q46. BFRLITHORBELDIETREFERSMTOAEFABBYERAD,

Q46. Does a prior trademark on the basis of which an opposition was filed need to be used?

A46. Not necessarily but if on the filing date (or priority date) of the contested EUTM
application, the earlier mark has been registered for more than five years, the owner of the
EUTM application can request that the opposer shows and provides proof of use.

A46. LT LEZESTIEHYFELAN EUBEIZHEDOHEEA L, YR EUBIZHREDOHFER
(RIZBEB)IZ. RITEENELULFIZEFZINTWAIGE. BERT A UEREE
WDRBEEERTEET,

Q47. Cooling off [ZDUWVTERBALTTELY,

Q47. Please explain cooling off during the opposition procedure.

A47. The “cooling—off” period is two months before the start of the controversial stage of
the opposition proceedings. If an amicable settlement is found during this period, the
proceedings will be concluded and no decision costs will be issued. The idea is that the
parties should have some time to settle the matter. If the parties which to have more time,
they can mutually apply for an extension which will automatically be granted for 22 months.

A41THO— 47 18R IE. REBRIFHROBERFKEID2, A TY . COHMBHRIZREF
HGH@EA BN, FHREIETL. REICRLIBERFELEFEA. EOBRE (T, BFEAET

FIREFRRICHDIEE. FREZENTEIRELENITETY , JYSKDOBRRNDELGZ S,
LEHIHEICEBNICEZAOND 2N ARIDERABDHRFZT H_EMNTEET,

Q48. LDEFIDFEE S BOBENERASNTLIOEHYLEAD, ML THERY
RLTWIGE. ROBEDERAZHRI DSENTEEIT A,

Q48. Can a prior trademark owner stop third party from using the trademark even in the
case where the trademark owner acquiesces the third party’ s use for 5 years?

A48. No, Art. 61 EUTMR provides for a limitation in consequence of acquiescence.

A48. LMVZ ., EU PERRRAIEE 61 I, B DFERELTOFIBREHRELTLET,

Q49. BFBREICHLFBAHZIBE . EDLSITHLTEETH,

Q49. Please tell us how to cope with the opposition decision?

A49. The losing party can file an appeal against the decision within two months upon
receipt. Grounds to the appeal must be filed within four months upon receipt of the
opposition decision.
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A49. BRE(E, ZRE2DALURIZREICHLTRRERLILTHENTEET . BEBRTE
DEZEER. 4D ALAICTIRBIDEHZRETOILENHYET

VI ZE§-5FE) Appeal-Litigation

Q50. FEFREEBHICOLTHALTFSLY,

Q50. Please explain about a non—use cancellation action.

A50. In case of a EUTM being registered for more than five years, a third party may file for
a non—use cancellation action.

Filing such an application is simple and the burden of proof will then lie with trademark
owner to provide evidence that the mark has been genuinely used in the European Union.
The EUIPO is not allowed to refer to evidence outside of the proceedings, thus is not
allowed to collect evidence even if they are aware of any use. The evidence needs to refer
to

place,

time,

extent and

nature of use

The EUIPO will take all evidence into account and make an assessment on a case—by—case
basis. In general, the EUIPO is rather strict and will make a thorough assessment taking in
particular into account which goods are involved and to which consumer circles (e.g.
everyday consumers or professionals) the goods and services are addressed.

The applicant will have the possibility to comment on the evidence and the EUIPO may
then invite both parties for another round or evidence and arguments. The losing party can
appeal the decision.

A50. EU RN E &ML 5 FULRBLTWSIGES . BE=F XA FERBUEZERT HIL
MTEET,

MERBUEDBERIIBZICTE, ZOBEENBRMESANTEEICERIN-CEDIELE
RS DHIMEFETHFEEEICHYETS . MMNESEHETIL. FRs CIHESEIT S
CEIFEFINTULVEN O FAZEEL TV THIIIUREZHF SN TOER A,

LI T ERT BELAHYFET

5.

-BFfAEL

HFEE

FHOME

R EEEET X2 TOIREZEICAN . BEEEISFHMAELET . —#RIC. RN ESEHE
FIENZYEETHY . FICEDEMMERLTEY. EDEEEY—VIL (. BEDHE
BEEVLEMR) AR ROESR L —ERICRUBA TN EEEL TEANGEEEZT
LWET,

FARAIEEERIZDWTIAV T BHATREMEN DY RN ESEETIETDR. MBEEL
DSIURDFEYIHEBRICH R T A ENTEE T, WEB X REITHLTEIFIT B
MTEET,
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Q51. EHEHICOVTHREALTTFEL,

Q51. Please explain about an invalidation action.

A51. An invalidation action can take place after the registration of a EUTM.

There exists absolute grounds for invalidation actions such as non—distinctiveness,
descriptiveness, also bad faith as well as relative grounds for invalidation actions. The
proceedings, like all proceedings at the EUIPO, are usually in writing only. The losing party
can appeal the decision.

AS1. EUBSRE D B HERICEDNBHEBERNTEET,

HWA AR, R THASCE, BELGEDIETAIEIRERICISEDNEHICINA T, 48
XHERERICEIBEIBFHIHYET . RNESE R T TOETOFHRERKRIZ, Fit
FBEERDHTITONEY  REF REISHLTEFT HENTEFY .

Q52. EUTMIHBE - B OERHE - BHRADEEIC OV THDBEEAIC OV THRELTTY
Q52. Please explain points of attention as to the transfer of EUTM application/registration
into national application/registration.

AbH2. It should be noted that a few points preclude a EUTM from being subject to a
conversion into national marks:

e [t cannot be converted if it has been revoked on the grounds of non—use unless the
EUTM has been put to use that would be considered genuine use under the laws of
the Member State for which conversion is requested. It should be noted that if the
decision does not state this fact, the conversion request will be rejected;

e [t cannot be converted in respect of the member state to which the grounds for
refusal, invalidity or revocation apply;

A52. EU BV ERNBEEANDEEDHRELGHEEH ITHOEOIDRIZBETHILEN
HYFET,
o FAERAZEHELTRYHESNEES. T0 EU BELNERNERHE-BE~NDE
BERHOIMBEDEROT TEELGEALHISNGENES BRI TEFE
Ao BRICCHDEREDLEHINTUOENGEES . EEERFEEFSNFTIDOTIEE
Gt AN
o fEfE. EMXIIEHOEAAERASNAMBEICELTIIEETEE A,

Q53. EURGAZE;3I AT ARSI DL CRIBICSHBIL TF &L,
Q53. Please explain briefly EU Court system.

A53. A decision issued by the Board of Appeals can be further appealed to the General
Court in Luxemburg. A decision issued by the General Court may be subject to appeal to
the European Court of Justice in Luxembourg but only on a point of law.
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Apart from that, for infringement matters based on an EUTM, national courts have
jurisdiction. The Member States had to designate in their territories a number of national
courts and tribunals of first and second instance, which deal with those matters.

A53. BHIERDREIF. BIZILIELTILIOD—BEFIFTIZ LT AENTEET, — 8
BHIFTOREX, WO TILIDRRIMNBELERFIFT~NDIEFRORRELDIGENHYET
N EFNITERLEOEDATY .

FhEFRIZ, EUEEIZE DREMBIZDOVTIX. EREHmAEEEEZALEIT . M
BEIE. ZhoOBEICHLTHOMDERNEREHFEE—BEE_BOHRHAREEL
THEELEZITAIEGZYFEE A,

Q54. EUBHIFHEDFRNIZOVTHBEALTFSL

Q54. Please explain the flow of the court procedure.

o

A54. Different from the proceedings before the Boards of Appeal, the proceeding before the
General Court and the ECJ consist of a written proceeding and an oral hearing in
Luxembourg which follow strict rules and deadlines.

A few interesting and peculiar points are:

In inter partes proceedings, the opponent is not the other party but the EUIPO. The other
party can but does not need to join as an intervening party. As such, they are also invited
to make submissions and appear in Court.

The judges at the ECJ are assisted by Advocate Generals who provide a legal opinion on
the cases assign to them. They also appear in the oral hearing any ask questions to the
parties if required. The opinion is published before the Court renders the decision. In most
cases, the ECJ follows the opinion of the Advocate General.

A54. BHIEDFHEEITELGY ., —REBFIFT R UBN AR FIFTTOFHE. BETRA|
CHIRZIESFT 5. EEFHEVIILIELTIILIOTOOBEEETERSINET,
UTDESY., WO DEKKENFERLGZ AN HYET,

LEERFLTE. BFAILEEED—ATIIEERMNESHIETTT . BFAIX. S
ANELTESMTEETN. SMIIDEEHYEEA HFFIEFEREZROONIEES.
FFHIFTICHEELE T,

BRMN EERHIFTOBHIE (L. YL TONEEHITOVWTEMLBEREBRREEFEICE
DTEEINTWET,, . ABEFETIE. REICIHLTHEBZFICERTI2LEHYE
T, CDORMBIE, BHFNREZTTHNCARINET, FEAEDHE . BRI B EFH
FIEEBBEDERICHEVET,

Q55. MBEOHFIFIZ. FAFEHEHITHT, CIEUICFEHRDBENTEETA.
DERSHIEICDNVTHRALTFSEL,
Q55. When Court or tribunal of a Member State raise a question, it can request CJEU (Court
of Justice of the European Union to give a preliminary ruling on the matter of question. Please
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explain this “preliminary ruling”.

A55. If in a case, a Court or tribunal of a Member State is of the opinion that a certain
provision of European Union law, required interpretation, it can bring the matter to the
attention of the ECJ. The preliminary ruling then is a final determination of that provision.
This ruling cannot be appeal. Once the ECJ has handed down its decision, the national
Court or tribunal is obliged to apply the interpretation and implement the ruling. A
preliminary ruling is a final determinations of EU law, with no scope for appeal.

A55. HAHEETIX. MBEOEFIFAH., BN ESZDHLIBREIZTOVNTHERNBELSE
ZBGE . BN EERB O EEFRIET LN TEET, ZOHED“FHEIR (X,
ZOREDRILRETT . CORFEICIEFRERILTEHILIETEEE A, BRI EEEH
FIAREZ TLIz%&. ERERFIFTIEZOHEREERAL., FIREZTIRBLHYET, “FiF
FER & EVEDRBRETHY . EERORMIEHYEE A,

VI &%

Q56. EUIZE 1+ 3 TEEDHERINREIT DN THBALTTSL,

Q56. Please explain the content of “Use of Trademark” under the EU Trademark Law.

A56. Genuine use of a trademark under the EUTMR must be shown only if so requested by
a third party.

A56. EUREIZRAIICE IEZEOEELGFERL E=FENSBRINIGEICOHTRT L
ENHYET,

Q57. BAMDAA—F b ETEEERLTHARELES - RELTLRISE. BN TOME
RIZBYFET D,
Q57. In the case where trademarked goods are advertised to be sold from Japan into the US
through the Internet, is such acts considered to be “use of trademark” in the EU?

Ab57. Unless it can be shown that the advertising reaches consumers in the EU and is
addressed to consumers in the EU (e.g.: the currency for a purchase is EURO), this will not
be sufficient show that the mark has been genuinely used.

A5T. [REMNEUDHEEICEE.EUDHEEICAITTHAHACEETRY CEMNTELWLRY
(Bl EBABENI—ATHDHIEE) . BENEEICERASNTNLSILEETT THLGHDT
[FHYFEE A,

Q58. RKAYDERET. SRLEICHEERTXIEYORLRICEIEERTLTLSS
& EEOFERELTROONSTLLIAY

Q58. Is it accepted as “trademark use” in the case where a trademark is indicated on panels
and other actual merchandise at EU exhibitions?
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Ab58. Yes, would be considered as trademark use but only such use will not be sufficient to
qualify as genuine use.

AB8. [T BIRDFERLRGSNFTA. TOIILGFEALIT T EEDFERERGEN
BIZIEF+57TI,

Q59. BIZIEFMEA—H—TH.F 23 FORPLE 24 FEOEMET/SLILA—H—%A~

BT 210, BHORMARTINLINL (EMOINIVETLILA—H—EDE

25 FOREGRICETTRIENH D=0 BIEHEORIZ. Z<DHE.E 23 .5 24|
HEICHABERDE 25 BICOVWTHEHE $5EILTVET . COFE. 25 HOES
1% HEERS S ClE. AmE EANICBE TRV, BRElRN R eSsEaE
Hh. COEILERDIEEFEBLZLTLESA ?

Q59. Generally, fabrics manufacturing companies are selling their threads (Class23) and
cloths (Class 24) under their own trademarks to apparel manufacturing companies. Bearing
this in mind, fabrics manufacturing companies are often applying for Clothing (Class 25) in
addition to Classes 23 and 24. At the time of filing, however, fabric manufacturing
companies can not specify clothing and thus are obliged to enumerate many kinds of
specific goods (Class25) which may be made of thread or cloth. Is the above designation
manner appropriate?

Ab9. This makes sense for five years, as it is not necessary to prove that the mark has
been used during this period. Thereafter it will not be possible to prove the use, as the
trademark is not used for clothing.

AB9. (L. 5 FHEIIEEZEDERADIANFTETHAS =D, LWNEZTT . EDRII. FE
BEKRICERSNGEWN O, ERAZAAT I LI TEZFEA,

Q60. FEIEASTSTARIDIB S . TR ABENEAZIRAT L. BETSTARIDEH
EEBRELT BoHdnET A

L e

Q60. In the case that the following combined trademark is being used, can evidence of use
of the combined trademark be accepted as proof of use of the trademark“STAR”?

ABO. If the addition is non—distinctive or weak and/or not dominant, it is considered that it
does not alter the distinctive character of the registered trademark. The question therefore
is whether or not the term “LAB” and the graphical addition is not distinctive or weak
and/or not dominant. This could be true in the case of “laboratory equipment” but probably
not with regard to “cars” or other goods. Even more important, “STAR” is already weak
and rather forms a unitary expression with “LAB”, namely “STAR LAB”conveying the
meaning of a “lab of high quality”. I am therefore of the opinion, that the combined
trademark would not be considered as being use of “STAR”.
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A60. IBANER S IZEERI AR, RIELFEL, B/ RIEKEMNTEHWMG S BEEEZE0EH
M EEBLTCLVEWNEEZONET, LIz o T, MR, TLABIEWS FEEERI ALY
HEME R HARAINGEOD, 55, R/ RIETZERMTHRIVNEINTYT , chIEEERE
BEIDGEIZHTIIFEYFETA . SZo<TE PZ0MOERICALTIEETEFEVERE A,
HICEELRTEIE, TSTARIIKEREIZEEL. TLABIED—RELTOEK., DFYIE LB DS
RINDEKRZEEZAISTAR LABJEZRBLTWNAZETT, LI=A2 T, fulL., EEEEN
[STARIDEAELHIETEINDZEITHNEEZZTNET,

Q61. BATEFEINTVAHIEICREMLT. CEESN TUVEVEUIZEALI-ES. EU
TI3E EEROEHBERTITEYET A,

Q61. In the case where a trademark registered in Japan is applied on the goods together
with ® and those goods are imported into the EU, where the trademark is not registered in
the EU, will this become misrepresentation of trademark registration in the EU?

A61. Yes. The assessment will be done under national practices but it is common
understanding that the ® indicates that there exists a registration in at least one EU
Member State.

A61. Iy, FHMAIFERNEBITO T TIThAET A, DEKEHIDDEUMBEIZEZLAH S
ZEEFBMNRLTWAELNSDOAN— BRI EETY,

Q62. BARIZEVTEESNTLSAEUICENTEREIN TOHVEZIZOVTRERLT
EUICEHIHLI-IBE . ERETORIBYET A ERRTORELTIAEONSAEELY

%< HNHYET A
Q62. For trademarks filed only in Japan and not in the EU, when ® is applied and exported

to the EU, will it become a crime of falsehood indication? What is the percentage of
likelihood that this would get a crime of falsehood indication?

A62. In general, yes. However, the assessment will be done under national law. In Germany,
for example, this would not be a crime but (only) a violation of the Unfair Competition Act
which can only be enforced by a competitor. There are not many cases in that regard.

A62. —RRICIE. TDBYTY , 7L, FHEIXEREIZE DSV TIThET FIA . FA
YTIE, SNIFLFETIEEL, (BIDBRMEBDANEBETEOFR A EHRFEDERICE
BIEITTY . COXIBEHFZLHBYFEE A

063. REHMLT. ERETERESN-BANTAFENEETT A,

Q63. What degree of punishment is given for cases where ® is used and is identified as

misrepresentation?

A63. In Germany, it would justify a claim for cease and desist followed by a claim for
information and damages. | am not aware of a case where high damages had to be paid.
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AB3. FAYTIF, EEEEMIHN T, IFMEBETHEDIRASNET  FAIHEELE
ERESEXIDOLEINIEESENOFEWDIIGEHFITRYFEE A

Q64. RR—VEE SAVELEZEHOTELELLL TV SSHA., BHOERLEIE
ELERL F—RILY—ZOERIZDONT, RAYTIIEURETHER. HUTILDF|
LYo LS, BIRBIC EDQESHBEBETAE. 44T a0 O—LDEBERLT
‘L\%)(Naked license &lXEN7iLN)E BESNET H,
Q64. In the case where a company having sports business, tire business or automobile

business, grant a license to use their famous trademarks on cosmetics, key holders, etc.

what kind of specific management can be done that will qualify as fulfilling quality control
(not naked license), besides a sample check,?

A64. A sample check will be the best way to perform a quality control.
A64. REEBEITIICIE. YT ILFvINRERAETT,

Q65. EIEEBFOEHICOVBETEINEAITDONVTHALTTFEL,

Q65. Please let us know the check points for the renewal of EUTM registration.

A65. The term of registration of a European Union trade mark (EUTM) is 10 years from the
filing date of the application.
6 months before the expiry of the registration, the EUIPO will inform:
e the registered owner of the EUTM, and
e any person having a registered right in respect of the EUTM (holders of a registered
license, the proprietors of a registered right /n rem, the creditors of a registered levy
of execution or the authority competent to act on behalf of the owner in insolvency
procedures)
that the registration is approaching expiry.

A65. EXMES DEIE (EU BEHE) O FFHEARMIL. HEEBR A5 10 £TY,
EHROFEGRHEBETO 6 MARIZ, BN ESEETIELUTEEBHMLET,

EU BIEDEHRMMASE. KU

EU BRICEL TERINIEREZE T8 (BRIN-SIE O ROMEAE. BfkSni:
EFORBEE. BERINE-PITHOEES . NEBEFHRICEVWTMAREZARLTT
I HERZETHE) )THOT

EHENEGEHBETISEDND TS0,

I EFEERE

Q66. #EHARIIZIE D HEMBIMEF] (95 (1)) IZDLVTHBLTTFEL,
Q66. Please explain the scope of EUTM right under Article 9.
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A66. Art. 9 EUTMR stipulates the rights conferred by an EUTM and clarifies what
constitutes and infringement of an EUTM.
Article 9
Rights conferred by an EU trade mark

1. The registration of an EU trade mark shall confer on the proprietor exclusive rights

therein.

2. Without prejudice to the rights of proprietors acquired before the filing date or the

priority date of the EU trade mark, the proprietor of that EU trade mark shall be entitled to

prevent all third parties not having his consent from using in the course of trade, in relation
to goods or services, any sign where:

(a)the sign is identical with the EU trade mark and is used in relation to goods or services
which are identical with those for which the EU trade mark is registered;

(b)the sign is identical with, or similar to, the EU trade mark and is used in relation to goods
or services which are identical with, or similar to, the goods or services for which the
EU trade mark is registered, if there exists a likelihood of confusion on the part of the
public; the likelihood of confusion includes the likelihood of association between the sign
and the trade mark;

(c)the sign is identical with, or similar to, the EU trade mark irrespective of whether it is
used in relation to goods or services which are identical with, similar to or not similar to
those for which the EU trade mark is registered, where the latter has a reputation in the
Union and where use of that sign without due cause takes unfair advantage of, or is
detrimental to, the distinctive character or the repute of the EU trade mark.

3. The following, in particular, may be prohibited under paragraph 2:

(a)affixing the sign to the goods or to the packaging of those goods;

(b)offering the goods, putting them on the market, or stocking them for those purposes
under the sign, or offering or supplying services thereunder;

(c)importing or exporting the goods under the sign;

(d)using the sign as a trade or company name or part of a trade or company name;

(e)using the sign on business papers and in advertising;

(f) using the sign in comparative advertising in a manner that is contrary to
Directive 2006/114/EC.

4. Without prejudice to the rights of proprietors acquired before the filing date or the

priority date of the EU trade mark, the proprietor of that EU trade mark shall also be

entitled to prevent all third parties from bringing goods, in the course of trade, into the

Union without being released for free circulation there, where such goods, including

packaging, come from third countries and bear without authorisation a trade mark which is

identical with the EU trade mark registered in respect of such goods, or which cannot be
distinguished in its essential aspects from that trade mark.

The entitlement of the proprietor of an EU trade mark pursuant to the first subparagraph

shall lapse if, during the proceedings to determine whether the EU trade mark has been

infringed, initiated in accordance with Regulation (EU) No 608/2013, evidence is provided by
the declarant or the holder of the goods that the proprietor of the EU trade mark is not
entitled to prohibit the placing of the goods on the market in the country of final
destination.

A66. EU B1E#R 8! 9 &1, EU BEZIZ L > TH ESNDEFIZIREL . EU BREEFER I U E
E95LDEHEICLETS,
UT.HHFTSER

46



F9%& EUBEICE>THEZONHHER

(1) EUEEDERIZZTDFAEEIZHL, ZOBEEZCOVTOHMMIEFIZ5Z
%,

(2) EUBSIZE D HFEA X IF BB KYRICIREINI-FTEE OERN TR R T E
5 ZBHLHK EUBIZEDREE L, ROFHITERET HEESE, TOREETH
TWVEWETDEZENERXIFTY—ERICEALTEELTHERATHIEERLE
THIEFERT S,

(a) BB TH-T, EUBEIZLRE—THY, HD, EUBIZDEEZXN R THS E MY
(FH—EXICEALTERINSED

(b) BB TH-T, EUEZLERI—THSM, XIFELULTHY, D, EUBEEDZE
BARTHIARMIIIY—ERER—THSH, FFLULTWILDIZFEHINDD
D, 1=2L, DROAIERNELDIENHDHEEEHLL, TDRBDEIC
X, TNODREESEEZNRICHE T5ERDNEEZST,

(c) LB THOT, TNHEUBEIZEDEHRA R THIEMRXIIY—ERELF—TH
5, FRILTWS, RIFFELULTOENWERXIETY—ERICELTERSNEINE
MMZFEHYLL, EUBELR—THAIMNRXITFELLTLEED, =121, BEBHRX
MESITEWTEFEZELTWSIE, hhD, ELLEROEL, ZOREDOFH
MNEUREIZDE AN NI RIFBEDFRELGRRICELEM, RIFENEFTTHIIENE
HLiid,

(3) RDEIAIL, I, MICTEDWTEILETHIENTES,

(a) BT EERIIFOREIZMTEHIE

(b) BB DTIC, BAREIRHTHLE, BARETRT HEELLITENLD
BEID-HICAET5IEXIFV—ERFRBE LIIEBTHE

(c) BHMEEFDOTIC, BAREMANITHETLHIL

(d) HEEEEIN —F-R—LE LFHNZ— = LR(FZETND—EREL
THERAYT AL

(e) BMAEBZTEXRMBRVLEICFERTSIL

(f) LKL EZIES 2006/114/ECITRT A AR THBILEIERT 2L

(4) EURERIC{RDHHFEA X (FEBE B KYHEIICEFINT:, EEDEFIITELD
NENBDETEHN, BREUBEDFREREF:, afZeTEaD, EF=EHL
HELDTHY, £f=, TOEMED, BEIETH-T, TOEMICEHLTEHINT
WBEDER—THDH, RIFZTDEIRICH OV TUZEZLEBRTERZLEDE,
HAE"RTLTHLTWAIGEICZIEK, ETOE=ZFIZHL, TOBEREIEIDA
RRICBLWTRUNESRIZ, ZCTIXEBRBRENASINGNIEEREGLLT, HHAD
CEEBLET HERNERT S,

(MDOIEFEIZLD, EUBEIZDFEBEDEFIL, ROGEEICILERT 5. T7ahH5, FHE

(EU)N0.608/213IZE DV THAtAIN D, EUBIEENBREIN-NENERETHFHKEIZHEL
T, ZOEYOHREARIIAEZICE T, Y EUEIZEDOFREE XERITEOMIBZIZH
WTZDERETRT S LB LT HEFNZRALTVENE DI RESNIZEET
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Hdo

Q67. FIBIEE (L. EI3ENEEOCRU AN —EEL TEREELEATHIEAICHT,
ENABEEELTOERELDEE ZOFEREHRTAENTEETH,

Q67. Can the trademark owner exclude third parties from using the trademark as a part of
its trade name or cooperate name?

A67. Yes. This is now codified in Art. 9 (3) (d).
AB7. [FLY, CHIFTRTESE 9 £ Q) (D ITHRESNTLET,

Q68. LBIAEIHITAEEDFERITEEERSELYETD

Q68. Does the use of a trademark in a comparative advertisement constitute a trademark
infringement?

A68. Yes. This is now codified in Art. 9 (3) (f).
A68. (I, CNIFIREFE 9K Q) DITHAESNTULET,

Q69. EUEEDFTAEICLY RIEZDREBESG TEURIBICH LA RIS DL T, EUEE QD)
EAEZIE S HERITERLES (135) A, CAIZDVTEHALTTEL,
Q69. Please explain Exhaustion of a trademark right by which, once branded products
placed on a particular market, with the consent of the brand owner, the later distribution
and sale of those items cannot be prohibited by the brand owner, the rights have

been exhausted.

A69. The owner of a EUTM cannot prohibit its use in relation to goods which have been put
on the market in the European Economic Area under that trademark by the trademark
owner or with his consent (Art. 15 EUTMR).

This shall not apply where there exist legitimate reasons for the proprietor to oppose
further commercialisation of the goods, especially where the condition of the goods is
changed or impaired after they have been put on the market.

AB9. EU BIZHEE (L. BiIZHEEICL T . RIIZFDEDREEZHBT. TOBEED T B
FE THEICHEIN-BRICELTEOFERZELTLHILETEEE A (EU EEREA
E15%),

NI EIEEENERDELRIEEILICIRTIELLGERLH LGS . FICEMmA TS
[CHEN-ZICERDKENEEXFELGHOATWSGEEICFERSNEE A,

Q70. AREHEDT-OICEUE BB E SIS ICELREERENRILET A,
Q70. Do the acts for transporting the trademarked goods through the EU market constitute
an EU trademark infringement?

A70. As a general rule, yes, it constitutes and infringement as codified in Art. 9 (4) EUTRM.
There is an exception, namely when evidence by the declarant or holder of the goods is
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provided that the placement of the goods on the market of the final destination does not
constitute an infringement.

A70. —RZEI%EIIL—ILEL T, ZDBYTT . ZNIZEUEZERBIEIFE (4) THRESN-RE
ERLET . FINLAHYET, 2FY. RRENHOTE~NDBEROEENREEEHL
BWNELVSEROBEERIIFAEREICE > TIEMNIRIEIN B ETY .

Q71. EFEROLITHADGE . BEEOBREEEALETH,

Q71. For the parallel import of genuine goods, do you constitute infringement of trademark
rights?

A71. Yes, if they enter the European market without the consent of the trademark owner.

AT1. [FU, BEREBDORELZLICERINTIZICE AT HEETY,

Q72. BiZHEE X NIEEBESHN A B RUCDBEIZENT. A ITDOLWTOHE5FHEIZ
EHEALTNG X MA Y NBEEEE A RU B [TOVWTHERTA0EHKRT 5]
ERTEZTA,
Q72. In the case where a trademark owner X is using the registered trademark on goods A

only, among the designated goods A, B and C, can the trademark owner X exclude third
parties such as Y from using the registered trademark with respect to the goods A and B ?

A72. X is using its mark only for goods A. In general, he can only prevent others from using
the mark for goods A but not from using the mark for goods B. This may be different if the
goods A and B are similar.

In this case, the protection for goods A will extend to the similar goods B and Y will also be
prevented from using the mark for goods B.

A72. XIE, BRAIZCOAI—VZFEALTOET, — M, thD ALV BERAICZDI—V%
FRTACEDHEEILETHIENTEETH. BEBIZEDT—VF AT HIEIFELT
EFEEA
ZDHE. BmADRETFEL T SEMBICHLRSA., YIEEMBDZTDY—VEFHATEL
LWTL&S,

Q73. XI%. BEIEAIZDLVT, 201 64FIZEARAIAL. 201 74EICEUTMHIEEZEL . 20184 (]
EUTMZ R ZEERELT=. Y. BEEAISDNT, 201 74 ICEABIAL. R4EICEUTMHEE)
L. 20194 ICEUTMEEEEL . ZISRH LM U REF 5 LT-, COEE. XIZZH\ R FEHEF
ETHEILEERIC. YOZOERERRTEETH.
Q73. X started using Trademark A in 2016, filed its trademark application in 2017 and
registered it in 2018. Y started using Trademark A in 2017, filed its trademark application in

2017 and registered the same in 2019 and grant a license to Z. In this case, can X stop Y
and Z from using Trademark A on the ground that Y is a junior trademark ownwer?
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A73. X and Y both filed for the application in 2017. Provided that X filed before Y, X can
stop Y and Z.

AT3. X &Y DEANH 2017 FITHRESNFELI= XA Y ORIICHESN-ZE X IXY EZ
ZHBRTEF T,

Q74. FIEDELLETEZEDERICDOVTHALTTEL,
Q74. Please explain difference between the definition of “similarity” and “likelihood of
confusion” of trademarks.

A74. The question of similarity relates initially only to the comparison between signs and
between goods/services.

The likelihood of confusion is determined by weighing all factors. In addition to the similarity
of the goods and services and the signs, the distinctiveness of the earlier mark is also
taken into account.

All these criteria are related to each other and weighed up. For example, there may be a
likelihood of confusion for slightly similar goods if the signs are identical.

A4 FBUEDORIEIL ., AR HR O LR EE M/ RBER O LLRICOABERLET,
EROARMEE. 2 TOERZEBLTRESNTT . BmERKBEARHOELEIZMA
T RTEROFHILERINTET,

CNoDEEFETHEVNIEELTEY., EBREASATUVES, fIA [, FHA R — D15
B.OITHELUTIEMIIOVWTERMNECLHATREELHYET,

Q75. FROMAEILERZELHFEITEULETH,

Q75. Are the two trademarks below confusingly similar to each other?

LOVE,

Chloé

LOVE

$F 3% &F/K F3%F &K Class 3 perfume  Class 3 perfume

[EU]

A75. It seems as if the same case has not been decided by the EUIPO. However, LOVE vs.
LOVE THE RING as well as LOVE and LOVE MARK had been found similar.

AT5. BILEEAMESERTICE>TERSNTLVREWESIZENEY, 7=71=L. LOVE
ELOVE THE RING., B ULOVEELOVE MARKEMW BRI TH D ESNEL T,

[BAR] BARTEBHIZEWT, IREEEFEE. TOBHERNSIZT /0T | OMIFEELE
C.[7O0XIAoEZIBOEREVZEEIET M. HBHLIE. [Chloe |DXFERSTIZHEIGL
T. [0 | OMEFEELEL, [T7v2a0TFURELTOIAT DB EEELHEADDH
BREVWZDEDTHY. TLOVEIDXFEBZ AL LI-FIE, 2% THEIICET S
EVSTEFEN, 1ELT, SEEUEHIBTSFE L=,

In Japan, the Trademark Board decided that both marks are not similar on the ground that
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the subject trademark gives rise to the sound of “love Chloe” and the meaning of “love
from Chloe” or “Chloe as a fashion brand” and that therefore, the subject trademark will
not give rise to the pronunciation of “love” only.
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I . BREXIT &% EE1EHIE

(BREXIT)
Q76. BREXIT [ZEILMAIAREF=DH . BIKFESLDMZDWTHBELTFELY,
Q76. Please explain what happened and the current status of BREXIT?

A76. On Thursday 23 June 2016, the UK held a referendum on whether it wanted to leave
the European Union. The outcome of the referendum was the UK had voted to leave the
European Union. Nearly 52% of voters had voted to leave the European Union. On 29
March 2017, the UK Government gave notice to the European Union under Article 50 of the
Lisbon Treaty of it’ s intention to leave the European Union. This notice triggered a two
year negotiation period between the UK and European Union which ‘technically’ ended on
29 March 2019. Negotiations between the UK and European Union have resulted in a draft
withdrawal agreement. However, the draft withdrawal agreement has been rejected
several times by the UK Parliament and the UK now has until 31 October 2019 to ratify it.
If the draft withdrawal agreement is ratified, the UK will leave the European Union with a
deal. If not, we will leave without a deal (Hard Brexit). As you are aware, Theresa May
resigned as leader of the Conservative Party and Prime Minister. Our new Prime Minster
is Boris Johnson. Mr. Johnson has said that he plans to re—negotiate a BREXIT deal and
says he is also committed to leaving the European Union on 31 October 2019 regardless of
whether a new agreement can be negotiated.

A76. 20166 H23HDAKRERIZ, EEIIFUINESZRER T ONENIODLWTERKEZL
FLI  BREZOHREIE. ZEIIFINESEHAR T A LITARLEL . BEZEDIFIZX
52% MBI ESERERR T HAZEITIRELE Lz, 2017E3H29HIZ. EEBAFIL. VR
RUEHESORICEDWTC EUEFRERT DR B NHILEMESICEMLEL,
DFEHNE. 2019FE3H 29T H MM IR T L= RE LRI ES DE D 2F DR S H
MZESIERILELz, EEELRNESDMDOR S, BREEEEE-OLELZ. LL
L. B EERIRERERICI > TREMEBINTEY. ZEIF2019F108A31HET
[CHETIBRENHYET, B SEEIHESINIGEES. REIXEEZE>TRUNES
FHRLET, TOTRIINIL B BIEEELGEIMBRELET UN—F-TLITDyh), K
MODEBY, TLY A IRTFRD)—F —LEREHIELEL =, F=bOFHLLVEMIE
RYR-2309Y0TY, PavyY UK. BREXITEENDEXRSEETEIL TLAERRTEY.,
FLOLWEEIIODWTRBTESIMNEINTHhANHST . 2019510831 BIZERMEEZ B
R BIEITENTHERARTNET,

Q77. BREXIT [ZBL, RIZAIAEREZDA . ITDVTEHALTTFELY
Q77. Please explain what might happen next regarding BREXIT?

A77. It is not clear what might happen next. The options include i)
The UK will leave with the current draft agreement ratified ii) negotiate a new agreement

with the EU iii) UK may leave with no agreement (hard BREXIT) iv) hold another

referendum.
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ATT. RIZEIDEEZESINOMNSELVKRTT . ROVWTNAODATEEENHYET , DEEMN
BEDOAEICEDWVTERR. i) EEMNEUEHLLWEEDR S, il EENEELLIZEERR
(B&ELUIBREXIT) . (M3 H>—EERKREEZT 5,

(BEZXE Draft Agreement)

Q78. BREXIT MEUTMIZE 15 R BEDHEIEHEEIZ. EETIEEDLSITRYEHNAE

Q78. Please explain how the non—examined pending EUTM trademark applications will be
handled in UK after BREXIT.

A78. Under the current draft withdrawal agreement any EU trademark applications which
are pending on exit day will not automatically be cloned into UK trademarks. However, if a
UK trademark application is filed within 9 months of the exit date, the new UK application
will maintain the filing date, priority date and seniority date from the EU trademark. The
new UK trademark will be subject to the usual examination before the UK IPO. The UK
IPO has confirmed that the current official filing fees will apply and that is £&170 for a
trademark in one class and £50 per additional class.

A78. IREDEBRIBERICEINE, BEROBICR T4 hDOT R TOHOEUEZHEEIL.
BEMICKREEEZICESEDTIEHYFERE A LOLELS ., REEZHBEIBEEDOBHS
IMALIRIZGEENNE, ZOFHLWEEHFEIFEUVEEOHER . BB RUEITHEZR
BLET, ZOHFLOREEZIL. ZREXMBTICEVWTREDEEEZZITHTLL. &E
MEATIX, BREDEFTERAMNZLL., SSHIT, 1RAIZTDOLNTI702—0A, BIESIZDLNT
501—AMnhMYET,

Q79. BREXITE DEUTMIZE 15 OAA KB DN -EIEHEEIE. EETRHEDLSIZRYIE
hhBTLESA,
Q79. Please explain how the already examined pending EUTM applications will be handled in
UK after BREXIT.

A79. Exactly as above. All pending applications (examined or non—examined) will be
treated the same.

AT9. EBRDEBY T, TRTORUTAVT HOHFE(BEEARUVKRER) [FREBRICE
YFxHoNndHTLED,

Q80. BREXIT# MEUTMEL TIRBHDEHR T - B - FkF. EETEHEDLSIZIRY
hhBAITDNTHRBELTFEL,
Q80. Please explain how the pending Opposition, Appeal and litigation cases will be handled
in UK after BREXIT.
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A80. Oppositions and Appeals before the EUIPO that have already been filed against a
pending EU application will continue. However, if earlier UK rights are the only basis of the
opposition and proceedings are not decided by exit date, the opposition will be
unsuccessful.

In contrast, the UKIPO will ensure that all actions before it which rely on EU trade marks
which are pending on exit day will continue to be heard and decided on the basis of the law
as it stood prior to exit day.

Litigation — on exit day there are likely to be a small number of ongoing cases relating to
EUTMs before the UK courts. These cases will continue to be heard as if the UK was still
an EU member state. However, the UK courts will not be able to grant EU injunctions (or
other pan—EU relief). Similarly, courts in member states of the EU will not be able to grant
injunctions and/or other relief that extends to the UK.

A80. FXMEESREIZETICHE VT EU HEEICK T HRERIRUEBHIEZDOFEHRITLE
T, LHOLEAL, RITOREZEFROANERBRIDEHTHY. BERBICTRESNA TG
LWSEICIE. ZOEBHRIITFEIIEDLYET,

CNIZH LT, BRESEETIE. B H ICHRELTULS EU BEICRATRTODITAIE
AR BETE TIRIL TOVERICE DV THIESNWRESN LD EL THEGELET,
FREL(E. EU EEICEAL . BERR D B ICRE O RHRFIFFICERBEL TV S EHIEADGNEREHONE
T o CNLDEHIL, REEELAVN—ETHINMDLSICEEEINET, LHLEHLG,
EEXRFIFTIZEUDEIE(DFY., 2 EUITHEITHARE) EROHENTEEE A, Bk
[Z.EU DAVN—EOFFIFTIEL. REICHET 2L RY/ IO HBFERD LI LIE
TEEFA,

Q81. BREXIT# DEUTMIZE 1T 3B B RRUE O EH F. EETIZEDLSIZRY b
BT DONTHBELTFELY,
Q81. Please explain how the EUTM trademark registrations and its renewals will be handled
in UK after BREXIT.

A81. All EUTM registrations will be ‘cloned’ into new UK trademark registrations. The new
registered trademarks will be referred to as a ‘comparable trademark (EU)" and will be
created automatically and at no cost to the registered owner. The registration will retain
the filing date recorded against the corresponding EUTM and will also inherit any priority
and/or seniority dates. The registration will retain its existing EUTM registration number
but will be prefixed with UK0009... so it is easily identifiable as a comparable trademark
‘EU’.

No Certificate of Registration will be issued but owners of this right will be able to access
the information online.

A81. TARTHEUBIZEIRIE. REZZFEIZELR —EHEINET, TRXTOHFHLLELEHE
B, TR ATEEEEEIE (EU) J&L, BEIMICER CTERRIEBELLTHRESNE T T8}
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[X.EUBEICH T AHERZ#EFL. BB RV/XIIETEHEZ(H#REET, BERIL.
HEFEOEUEENZRESEMIELET A UKOO0INEETEIZfTinsh . FnAT LLEs AT gelE
EUBIZ I LB SICHMNBESIZHYET,

Q82 BREXITR MEUTMEIEEL-EEEHEIZ. EETEEDLSITRYEHABAIZDOLY
THBLTTAL,
Q82. Please explain how the International Registrations designating EU will be handled in UK
after BREXIT.

A82. To identify UK rights in respect of international registrations which designated the EU,
the number allocated to comparable trademarks will be the last 8 characters of the
international trademark (EU) prefixed with UK008...”. These rights will now be the
equivalent to a UK national registration and will not be treated as a trademark designated
under the Madrid Protocol System.

No Certificate of Registration will be issued but owners of this right will be able to access
the information online.

A82. EUZIEEL-ERZRICE T O XEEIFIELTIE T 51=OIZIF. LLEAIREL PRI
e dBE L. BT (EU) BEIZDREBEDSXFTHY .. ZNIZIXUKO0SAfFnEn S
LIZRYET, COERN T, REOERNZZREREFTHY. IFTAV R T LTIEESN-HE
BELTIERYFEHONEE A BRILIERITINELAD., EIEEE (XA SAERIZT
JEAAEETY,

Q83. BREXITE D EZHED SM £ AP #FEH T, KEISEVTED LS LFEEN HHT)

Q83. Please explain how the licenses and co—existence agreement will be handled in UK
after BREXIT.

A83. EUTMs which are the subject of a licence or security interest which authorise actions
in the UK will continue to have effect in the UK. The licence or security interest will be
treated as if it applies to the “comparable trade mark (EU)”. However, the recordal of these
rights will not be automatic. Where a licence or security interest is already registered at the
EUIPO before exit day the UKIPO will extend the period within which such transactions
must be recorded on the UK Register for a “comparable trade mark (EU)”to 12 months
from exit day.

Any licensee should be notified of the new “comparable trade mark (EU)” and checks
should be made to ensure the creation of the new “comparable trade mark (EU)” does not
breach any existing agreement.

AB3TAEVAREEDHRELGS>TNS EU BRI REICE VN TLZDHERN T 5N E
DHRDBHRLET . SAEVAPEEL, TN HI=A B LI ATREL EU R 1ITH R4
FTANDESITEYBEDONES  LOLGLS, ChoDEFDZEFRIFIEBMTIIHYEE

55



Ko FARVADEEN, B BRTICERINTOSE . BINESEZRTIE. BRAND
12 MAD—EHREAIZ, ZOIMEIANEEDFFEICBHFSNGZITNIEESRN,

54’-&‘/9—(:1: LR EIREZR EU BRI THAHEABRISN , LU ELERTREAS EU
DRIAINBREDEZNEWHET HLDTIH RN LEZHERE T IVENHYET,

Q84. BREXIT# DEUTMD EZAED1TE IS T SRR LOMEF EEITE N TEDLSI)

TEY)ET D,
Q84. Please explain how the court decisions on EUTM right will be handled in UK after
BREXIT.

A84. Pan—EU injunctions granted by UK courts on the basis of EUTMs prior to BREXIT will
remain in place and be effective in the UK and remaining EU member states.

A84BREXITDRIICEUBERICE DEXE D HE TN RO -LEUITH T HELE L, KEK
URYDEVERICBLWTHELAEUNTHYET .

Q85. BREXIT# DEUTMD EZAE D 1TEI<BI T HERABLDOMEFE D L5127
Q85. Please explain how the court decisions on EUTM right will be handled after BREXIT.

A85. The UK courts will not be able hear cases that relate to EUTMs. Similarly, courts in
member states of the EU will not be able to hear cases which involve UK trademarks.

A85. EEFFIFTIE. EUTM [CBALEHDET T ETHENTELLLGDTLED, Rk
[Z.EU DAVNA—EIZET5FEFIFAEEEOEZEICEATIEHICOVNTERHOET VY
Z9HIEMNTELELLESHTLLD,

Q86. BREXIT# MEUTMIZR S EEHEDERITH T 2 HE D IRYIRLZE
Q86. Please explain how to handle exhaustion of EUTM rights in UK after BREXIT.

A86. Currently, IP rights are considered ‘exhausted’ once goods have been placed on the
market by the IP owner or with the owner’ s consent anywhere within the European
Economic Area (EEA), namely the member states of the European Union plus Iceland,
Lichtenstein and Norway.

In a no deal scenario, the UK will unilaterally continue to recognize EEA regional exhaustion
from exit day. Accordingly, IP rights in relation to goods which are being imported into the
UK from an EEA country will continue to be considered as exhausted, at least for a
temporary period. The UK Government is also considering options for what exhaustion
regime should apply at the end of such temporary period. However, the position relating to
exports from the UK may well be different, if the UK and EU fail to reach an agreement.
Therefore, there could be restrictions from exit day on parallel imports of goods from the
UK into the EEA.

A86. IRTEDECAH, MMIBAEME L., BN F IS (EEA) DFEY . EURUVTZ ALK, E
TUOVARAVRP/IILDI—IZEITHHMMHEOREERIIZTORIEEZHS T, —BHi5IC
EMNIZGE . ER1THEEBZALDNTVVET,
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BREGEVFIADIGE . ZEIE. RO BN DEEAIB D ERE—AMIZFEOFET L
f=h> T, EEANLRECEMASINAERICOVWTOAMMBEIEIL, DiadEd—BrIZE
HRUEHAGEINF T REIBFFIEE=. ED LG —RIGHRKR TRICODNELER
KHIZBERYT N DERBREREFLTVEY, 1=FZL. REELEUNEEITELLGMNST-15
B RENCOBMICEET HIGEEGDAREEAHYES ., LI=A>T, REMNSEEA
ADEZDOAITHAIZDONTIE, B BASFHIRENSAREEAHYET

Q87. BREXIT # O EEIZH T3 M ATHADERYIELIZDOWNTE
Q87. Please explain how to handle parallel importation in UK after BREXIT.

A87. At present, it is thought that the UK will continue to recognize EEA—wide exhaustion
of IP rights. However, because there is no reciprocal provision in the draft withdrawal
agreement and the UK Government has rejected the idea of the UK joining the EEA, this
means that the provisions on exhaustion are asymmetrical. Therefore, although owners of
UK IP rights will not be able to prevent parallel imports from the EEA (as the UK will no
longer be a member state) owners of rights in the EEA will be able to prevent parallel
imports from the UK. Current recommendation would be for owners of UK rights to check
with the EU right holder to see if permission is needed.

A87. BTE. EEIL EEA 2R DM EEDERZEIZMERBL TS EEZZAONTULE
9, LHL. BEREZMNEICIIHEREN G REBMFITEED EEA IZBMT5EAZIE
BLTWA:=0. BEROBAENERMUTH LI EEELRLET , LIzA > T REIZHEITDS
M EVEDFBE (L EEA DoDMTHMAZELT SILIETEEREAN (EREHEO
MEBE TV =8) . EEA IZTBITHIEFORMEZILEEN LD M ITEAZHS ZEMNTE
F9 REDHESEIL. KEDEFIORBEEN. EU DIEFNRBEICHFANDBENEDS
NEfERTHILETT

(BELZEER “No Deal” Brexit)

Q88. ABLEBEEIT. EFNLSHIBAET
Q88. What would “No Deal” Brexit look like?

A88. The no deal Brexit would look exactly the same as a deal Brexit (for TMs). The only
difference is the date on which Brexit comes into effect. If we have a deal, it is likely that
there will be a transitional period in place which will expire on 31 December 2020. If we do
not reach an agreement, i.e. if there is no deal (hard Brexit), this will move forward until 31
October 2019.

A88. ERILGTHFIL. (BEIIOVWTIR) EEHLIHBEL<EILICRAFET , E—DEL
li Brexit WHEINTHEMTT , EELHSIHEE. 2020F12A31BICHIRE T £155%

THRMNERTONSEEESELAHYET . ERICELENSBE. DFYEELZTHE ()
—|~7 LI Oyk) . 20194510831 BIZHIBEILENATLES,
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Q89. AEMETHIEDIZE . EUTM [ZEDKSICIYFBHLNET H,
Q89. Please explain how to handle EUTMs in case of “No Deal” BREXIT.

A89. All registered EUTMs will be automatically cloned before the UKIPO. There is nothing
additional for registered proprietors to do.

For any current pending EU trademarks, there will not be sufficient time to obtain
registration prior to the 31 October 2019 deadline. In this instance, if the UK is an
important market, you should consider filing a new UK application.

A89. EERIN TSI RTOMMESHEIZEL. REMBTIZEVLWTEBMIZIO—1E
SNFET,, BRAAENMIORNTENMNLGEDIEHYERTA

IRERESRD EU BEHEIZDUVTIL, 2019 4 10 B 31 BOHRETICEHFEMET 5 +59
BEELHYVEREA. COGE. RENEELHIGETHAHE . HILLWEEHREZIRE TS
CEERFTOIVENHYET

Q90. BREXI [Z X TRIZHENOLET H,

Q90. Please tell us your recommendations in preparation for BREXIT.

A90. Budget — ensure you have made provision for impact of Brexit and filing in UK as well
as EU.
New trademarks:
) conduct searches of relevant countries including UK
° file new applications in UK & EU
New comparable trademarks (EU):

° ensure these are promptly and accurately entered onto your records
. new comparable trademark (EU) will be prefixed UK0009...
) International trademarks prefixed UK00S...
° No certificate will be issued new TMs can be viewed online
Renewals:
° Check renewal dates
) The comparable trademark (EU) will have the same renewal date as the

corresponding EUTM. Where the comparable trademark (EU) is due for
renewal within six months after exit day, a renewal reminder will be sent to
holder on the renewal date (or as soon as possible thereafter). Holders will be
given a further six months (running from the date of the reminder letter) to be
renewed in the UK. Standard fees will apply and no late fees will be charged.
Standard fees are £200 for one class &50 for each extra class.

e [t should be noted that if the EUTM is due after exit day, early payment of
the fee with the EUIPO will not count as payment in the UK and the renewal
fees will still be payable at the UKIPO.

e Re-record any licenses against comparable trademark (EU)

e Review license and co—existence agreements to ensure they are still valid
and enforceable in the UK post Brexit. Check geographical scope, payment
clauses and the rights of the licensor/licensee to handle litigation.

A90. PE—HEERU EU IZHIT5 Brexit [IZxtT SR EHBEORER
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s
o REZETUHEETOREEZTS
o EEBLVEUIZBITRHHFEETS
FLLEIZFOEE (BN ES
- INBNEERNDIEREIZRRERICA NSNS KSIZT B,
-FLULVEIZE OEZ (EU) D HEEEEEE UK0009 &9 5,
- EFEEEAZIZIL . UKOOS .. DIEEEEEE DIT5,
EAEIEHEEICERITINT A USAVTRATENTEET,
B
-BHAEHERTD
-REDBEIZ(EV) L, 5T 5 EUTM ERILEFHBZHFOZLICHYET . AIFED
BEIZE(EU) (SO, B B MG 6 AN A LIRICEFEARHAEIR T 556 . BH
DIVIAZT—NEFHEARD B (RIEZFDETELLEITREQIZABEEITEES
NET, REFICIE. EETEHFINS=HIZ. SHIZ6MNA (YA F—L 42
— DRI BREZONFET ZERENBERSN, EBFHIETERSNFEE
Ao ZEHE(E 1UFRITDE200/ RV BMYSRATEITE0RURTY,
BEEEH&IC EUTM DNEFHEARZNZ 5154 . EUIPO TOREDEEAZILL
FERETOXINELTHYURENT  BEHHEEREE T TRIZZ
HNBIEITEELTZEN
LB AT REG AR (EV) IS T 551/ REBEHKT S
-RE D Brexit BH oA/ RERAFERHNA BN THYEITRIRETHAEEMHER
LET, SFRZET 5011, thIEMERE., XILFE. LU/ H—/5
1o —DEFEHERELET,

[END]
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